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COTY, INC., V. LEO BLUME, INC., ET AL. 


Coty, Inc., v. Leo Buume, INc., ET AL. 
United States Circuit Court of Appeals, Second Circuit 
March 19, 1928 


Trape-Marks anp Trape-Names—Unrain Competitrion—Use or ANOTHER’S 

Propucr. 

Party producing compound blend, using label which refers to com- 
petitor’s product as constituting ingredient of blend, should state 
percentages of products which have gone into compound, and should 
not give greater prominence to competitor’s name than to any other 
words on label which describe the compound. 

Same—Same—Same—Fatture To Strate PercenraGe or CoMPetrror’s 

Propvct. 

Corporation selling perfume held entitled to preliminary injunction 
to restrain competitor from sale of compound product under label 
which described its product as a blend in which plaintiff's perfume was 
used, where label failed to state percentage of plaintiff's product. 


In equity. Appeal from the United States District Court, 
Southern District of New York. From an order denying plain- 
tiff’s motion for preliminary injunction, plaintiff appeals. Reversed 


and remanded. 


The bill of complaint alleges two causes of action—the first 
charging trade-mark infringement and unfair competition; the sec- 
ond violation of a contractual duty. The suit was originally against 
three defendants, a New York corporation by the name of Leo 
Blume, Inc., and two individuals; but the plaintiff voluntarily 
dismissed the complaint against defendant Feinberg. The two 
remaining defendants answered, and the motion for a preliminary 
injunction came on to be heard upon the verified bill, their answer, 
and several affidavits on behalf of each side. The motion was 
denied without opinion. 

From the verified bill and affidavits the following facts appear 
without contradiction: The plaintiff, a corporation organized under 
the laws of Delaware, has succeeded to the business in the United 
States of a well-known French manufacturer of perfumes, which 
plaintiff manufactures and sells under the registered trade-mark 
“Coty.” Leo Blume, Inc., is the selling agent of a concern which 
trades under the name of Blendsco, its business being the manu- 
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facture of perfumes compounded of well-known makes of perfume 
plus ingredients called “Blendsco blender.” Leo Blume individ- 
ually is an officer and salesman of the corporation which bears his 
name. The defendants, with knowledge of plaintiff's trade-mark, 
have sold bottles of a Blendsco preparation under the following 








label: 
No. 10 
Genuine Ext. 
BLENDS of 
Guerlain’s Guarantee. 
Shalimar & The sale under an accurate label 
Coty’s Rose of genuine rebottled perfumes to 
Jacq. & which have been added an _ inde- 
é 60% Blendsco pendently made blender or binder 
% Blender does not infringe upon any manu- 
Rebottled by facturer’s rights. U. S. Supreme 
Blendsco Court, Vol. 264, U. S. Rep. p. 359, 
in N. Y. U. S. Cir. Court of Appeals, Vol. 
wholly 3, Fed. Rep., 2d Series, p. 984. 
independent 
of Guerlain 
& Coty 


It is admitted that this preparation does not have the odor, 
color, or general appearance of either Guerlain’s Shalimar or Coty’s 
Rose Jacqueminot, referred to in the label, but, on the contrary, 
has an odor and characteristics wholly different from either. It 
does not remotely suggest the fragrance of Coty’s Rose Jacque- 
minot. Such sales are charged by the plaintiff to be unfair competi- 
tion and an infringement of its trade-mark. An injunction was 
asked to restrain the defendants “from putting out their perfume 
compound above mentioned with the use of the name ‘Coty’ in any 
manner whatever.” 

Plaintiff also demands an injunction on the basis of a contract 
between it, as party of the second part, and Leo Blume and Le 
Blume Import Company, Inc., as parties of the first part. This 
contract, made in settlement of prior litigation reported in (C. C. 
A.) 298 F. 844, contained the following clause: 


oF * 





* The parties of the first part severally and jointly and per- 
manently agree to give up and never become connected with in any manner 
any business which includes the rebottling and or sale of party of the 
second part’s perfumes, * * * and generally speaking the bottling, 
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manufacture and or sale of any perfume, toilet preparation or cosmetic 
or other material (with the exception above [below] mentioned) with the 
use in any manner of the name ‘Coty’ or ‘L’Origan’ or any other name or 
trade-mark which would in any way connect the party of the second part 
with any perfumes, toilet preparations or cosmetics, or other material save 
that, as before [below] mentioned, the parties of the first part and each 
of them reserve the right to resell the genuine products of the plaintiff in 
their original condition and in their original containers or packages.” 


Mock & Blum, of New York City, for appellant. 
Davies, Auerbach & Cornell, of New York City, for appellees. 


Before Manton, L. Hann, and Swan, Circuit Judges. 

Swan, C. J. (after stating the facts as above): In the ab- 
sence of any appearance by the appellees, we are left without light 
as to the theory upon which the individual defendant, Leo Blume, 
escaped an injunction restraining him from conduct which appears 
to be exactly what he had bound himself not to do by the above- 
quoted contract. He covenanted never to become connected with 
any business which includes rebottling or sale of Coty’s perfumes, 
excepting only their resale in original packages. He is an officer 
and salesman of the corporate defendant, whose business certainly 
includes selling plaintiff's products as one ingredient of the “blend.” 
No reason occurs to us why his negative covenant is not valid 
and enforceable. He should be enjoined from violating it. 

As to the corporate defendant, the contract is not its obligation, 
and nothing is shown to indicate its assumption by Leo Blume, Inc. 
The bill alleges that the corporation is a mere dummy to cover the 
operations of the individual, but his affidavit denies this. If the 
corporation is to be subjected to a preliminary injunction, it must 
be on the basis of unfair competition or trade-mark infringement. 

In Prestonettes, Inc., v. Coty, 264 U. S. 359, 44 S. Ct. 350, 
68 L. Ed. 781 [18 T. M. Rep. 135], it was held that the pur- 
chaser of a trade-marked article may combine it with other in- 
gredients and sell the compound under a truthful label. Such 
conduct violates neither the rights of the owner of a registered 
trade-mark nor, without more, the rules of fair competition. After 
the Supreme Court decision, the District Court devised a label in 
the following form: 
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“Prestonette, compounded by Prestonettes, Inc., N. Y., from — per 
cent. Coty’s (giving name of trade-mark) genuine face powder and — per 
cent. Prestonettes’ binder, wholly independent of Coty.” 

The court also ordered: 

«* * * Every word of said statement to be in letters of the same size, 
color, type and general distinctiveness, and to be equally visible and prom- 
inent on the front of the bottle, package or the like, save that you, the 
said defendant, may make ‘Prestonette’ more prominent, if you so desire.” 

This decree was affirmed by this court in Coty, Inc., v. Pres- 

tonettes, Inc., 3 F. (2d) 984. It is true that the appeal was brought 
by the plaintiff, who sought even broader protection, and that the 
defendant in that litigation raised no objection to the form of the 
decree; consequently, our decision was not an actual holding that 
a repacker or rebottler, whose label refers to competitors’ products, 
must state the percentages of those products which have gone into 
his compound. But we think such a requirement entirely reason- 
able. Buyers ought to know how much of the Coty perfume they 
are getting; that is a reasonable protection to plaintiff, as they may 
buy on the Coty name, and it is no burden on the seller, if he is 
honestly trying to sell the compound on its own merits. For the 
same reasons it is also proper that no greater prominence should 
be given to the name “Coty” than to other words in the label which 
describe the compound, but the seller may make more prominent 
his own name, or that of the manufacturer “Blendsco,” if he so 
desires. 

The plaintiff also argues that the word “blend” does not truth- 
fully describe the “Blendsco compound (see Procter & Gamble Co. 
v. Fed. Trade Comm., 11 F. (2d) 47 [C. C. A. 6]), and that the 
label should state that the product does not have the odor of Coty’s 
Rose Jacqueminot, because purchasers unfamiliar with that fra- 
grance, but acquainted with its general reputation, might be de- 
ceived into thinking there was a resemblance in odor. See Warner 
& Co. v. Lilly & Co., 265 U. S. 526, 44 S. Ct. 615, 68 L. Ed. 1161 
[14 T. M. Rep. 247]. There is no evidence that purchasers have 
been so deceived Some of the statements in advertisements attached 
to one of plaintiff's affidavits tend to show an intent to so deceive, 

and, in our opinion, clearly violate rules of fair competition, but 
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nothing is disclosed to connect the defendants with the publication 
of these advertisements, so as to require interference by preliminary 
injunction on that ground. The precise form of the temporary in- 
junction which should issue we do not feel called upon now to 
dictate. 

The order is reversed, and the suit remanded to the District 
Court for the entry of a decree in conformity with this opinion. 


BarTON, ET AL. v. THE Rex-O1t Company, Inc. 
United States Circuit Court of Appeals, Third Circuit 
April 7, 1928 


Trape-Marxs — InrrInceEMENT— AppEAL—“DyaNSHINE” aND “Dye & 

Sune” ror SHoe PorisH—Seconpary MEANING. 

Although the word “Dyanshine” as a trade-mark for shoe polish 
was held to be descriptive and not a valid trade-mark, it was found to 
have acquired a secondary meaning, as indicating appellant’s polish, 
and the decision of the lower court protecting the latter from a decep- 
tive use of the words by another, but not giving him the exclusive right 
thereto, was affirmed. 

Same—Same—Same—Form or Norice. 

Where appellee changed his mark from “Victory Dye & Shine” to 
“Victory Dyes & Shines,” but accompanied them with a clearly worded 
statement to the effect that the goods were not made by appellant and 
were not to be substituted therefor, it was held that appellant was 
given sufficient protection. 

Same—SaME—SAaME—ACCOUNTING. 

In the case at issue, where no accounting was ordered when the 
first appeal was heard and appellant filed a supplemental bill for an 
accounting for both profits and damages, which bill was dismissed by 
the trial court, held that the matter of an accounting was not before 
the appellate court. 


Edw. 8. Rogers and Allen M. Reed, both of Chicago, IIl., and 
Edw. A. Laurence, of Pittsburgh, Pa., for appellant. 
E. W. McCallister, of Pittsburgh, Pa., for appellee. 


In equity. Appeal in an action for alleged trade-mark in- 
fringement. Affirmed. For earlier decisions in this case, see T. M. 
Rep., vol. 18, p. 156; vol. 14, p. 455. 


Before Burrineton, Wootey and Davis, Circuit Judges. 
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Wootey, J.: The District Court, in dismissing the bill of 
Warren D. Barton, et al. against Rex-Oil Company, Inc., held that 
the plaintiff’s claimed trade-mark “Dyanshine” for shoe polish 
was invalid as descriptive of their product and that unfair com- 
petition on the part of the defendant had not been established. 
Barton v. Rez-Oil Co., Inc., 288 Fed. 878. This court on appeal 
reversed the decree (Barton v. Rezx-Oil Co., Inc., 2 Fed. (2) 403) 
on a finding that the defendant in the exploitation of its product 
under the mark “Dye & Shine’ had competed unfairly with the 
plaintiffs, but declared itself in accord with the decision of the 
District Court that the plaintiff's word “Dyanshine” was not sub- 
ject matter of a valid trade-mark; holding, however, that, by use 
and popular recognition, it had acquired a secondary meaning and 
that the plaintiffs in their use of the word were entitled not to 
an injunction but to protection against its misuse by the defendant. 
The plaintiffs on that appeal insistently claimed the right to the 
exclusive use of the words dye and shine whether in corrupted 
or uncorrupted form. In view of what we thought was flagrant 
misconduct on the part of the defendant, we gave the plaintiff's 
contention serious consideration and went to some pains to state 
the law and make clear the reasons for our decision against them. 
Nevertheless, when the mandate went down they insisted that this 
court had in substance directed that the defendant be enjoined 
from using the words “Dye & Shine” and asked for an injunction, 
which the learned trial judge, reading the opinion correctly, refused. 
The plaintiffs then filed a supplemental bill demanding that the 
court afford them adequate relief and averring that the only ade- 
quate and practical relief in the circumstances is that it enjoin the 
defendant from using the words “Dye & Shine,” thus raising anew 
the old question which this court had fully considered and definitely 
decided. The learned trial judge dismissed the supplemental bill 
and the case is here on the plaintiff’s appeal raising substantially 
three questions: 

First (the old question), error by the court in refusing to en- 
join the Rex-Oil Company from using the words “Dye & Shine” 
in connection with its product or business. 
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Whatever may be the plaintiff's exigency or our personal in- 
clination in respect to the defendant’s description of its product 
by uncorrupted words that have the precise meaning and sound 
of the plaintiffs’ corrupted word, the fact is that the plaintiffs 
are confronted and this court is controlled by the law of trade- 
marks in respect to words with a secondary meaning which, as was 
said before, does not give the first user an absolute and exclusive 
right to the words, but only gives him the right to be protected 
against one who later so uses them as to deceive the public and 
in that way take his trade from him. It follows that the learned 
district judge was right in refusing to enjoin the use of the words. 

The second question arises from the action of the trial court in 
approving the marks which in obedience to the mandate on the 
first appeal the Rex-Oil Company places on its cartons to distin- 
guish its product from that of the plaintiffs. These marks involve 
a change from the old name “Victory Dye & Shine,” standing out 
in large letters, to similarly prominent and lettered words “Vic- 
tory Dyes & Shines.” We do not think much of the change of 
the critical words from nouns to verbs, or from singular nouns to 
plural nouns, whichever it is; but in addition the defendant pastes 
in prominent position on the outside of its brown cartons white 
stickers with small but clear type containing this statement: 

“Notice——This preparation is not ‘Dyanshine, manufactured by Bar- 


ton Manufacturing Co., and is not to be dispensed as such, and is not to 
be used by jobbers and retailers when filling orders or meeting calls for 


‘Dyanshine.’ ” 

So long as the words “dye” and “shine,” whether corruptively 
joined or correctly separated, have the same sound and meaning 
and can be used by both parties in describing their products, we 
cannot say that the marks which the court has approved are not 
sufficient. In view of the inherent difficulty in distinguishing car- 
tons by marks having like sounding and like meaning words and 
in view of the disposition of some traders to press favored wares 
for sale, it may be impossible to render the plaintiffs complete 
justice without enjoining the use of the words by the defendant. 
Yet the law of trade-marks with respect to words having a sec- 
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ondary meaning prevents the court from doing that thing. We 
think the learned trial judge did all he could to protect the plain- 
tiffs in the circumstances. Nothing in this opinion, however, should 
be construed as sanctioning anything less. 

The third and remaining question concerns an accounting. 
The trial court on receiving the mandate of this court following 
the appeal on the original bill referred the case to a master for an 
accounting but for damages only. We understand that reference 
is still outstanding. The plaintiffs by their supplemental bill asked 
for an accounting as to both profits and damages. As no account- 
ing had been ordered when the first appeal was here, this court 
expressed no opinion as to the scope of an accounting which there- 
after might be ordered, whether limited to damages or extended 
to profits. As the trial court dismissed the supplemental bill, it of 
course had no occasion to refer the case for an accounting, yet the 
plaintiffs have assigned as one of the court’s errors its refusal 
to order an accounting for profits and damages under that bill. So 
we have a situation in which the question of an accounting was 
not raised by appeal on the first bill and could not be raised by 
appeal on the second. The matter of accounting, therefore, was 
not, and is not now, before this court. 

The decree below is affirmed. 


Goopygear Tire & Russper Company v. RosBertson, 


CoMMISSIONER OF PaTENTS 
(370 O. G. 254) 


United States Circuit Court of Appeals, Fourth Circuit 
April 10, 1928 


Trapve-Marxs—Descriprive—LenotH or Use ImMarertaL To REGIsTRATION. 

“The prohibition of section 5 of the Trade-Mark Act against the 
registration of descriptive words is unqualified and does not authorize 
their registration if adopted to indicate origin or if publicly used for 
any particular period of time. No matter how long the use continues 
the mark will never become a technical trade-mark.” 
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Same—D1amonvp Prosecrions ON Tires—Nor ReGisrrABLeE as A TRADE- 

Mark. 

A mark described as consisting of circumferentially-disposed out- 
standing diamond-shaped blocks spaced by grooves and impressed 
upon the tread surface of a tire held not registrable as a trade-mark 
for tires, since the mark consists “of something which is a mechani- 
cally functional feature of an automobile tire, and not registrable at 
all, and is descriptive of the particular type of tire.” 


In equity. Appeal from the District Court of the United 
States for the District of Maryland. Affirmed. For decision 
below, see 17 T. M. Rep. 172. 


Archibald Coz, of New York City; R. S. Trogner, of Akron, 
O.; William Pepper Constable, of Baltimore, Md., and 
William G. Henderson, of Washington, D. C., for Good- 
year Tire & Rubber Company. 

T. A. Hostetler and J. F. Mothershead, both of Washington, 
D. C., for the Commissioner of Patents. 


Before Wapp1Lt and Parker, Circuit Judges, and Wess, Dis- 
trict Judge. 


Wapoitt, C. J.: A bill in equity was filed in this cause in the 
United States District Court for the District of Maryland to re- 
quire the Commissioner of Patents of the United States to register 
a trade-mark under the Trade-Mark Act in accordance with an 
application theretofore filed by the complainant in the Patent Office 
on July 27, 1921. The bill was filed pursuant to the provisions of 
section 9 of the Trade-Mark Act of February 10, 1905 (33 S. L. 
725, Revised Statutes, sec. 4915, U. S. Comp. St. 1916, sec. 9460), 
and the action taken was in accordance with the ruling of the 
Supreme Court of the United States in American Steel Foundries 
v. Robertson, 262 U. S. 209 [16 T. M. Rep. 51]. 

The application thus filed in the Patent Office set forth and 
alleged that the trade-mark sought to be registered was designed 
for use upon vehicle tires composed of rubber or rubber and fabric, 
the same being described as follows: 


“The distinctive and distinguishing features of the trade-mark com- 
prise a series of circumferentially-disposed, outstanding blocks or elements, 
approximately diamond-shaped, and spaced by a series of grooves or lines 
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which intersect each other at right angles, the blocks or elements being 
aligned on parallel cross-planes. 

“The trade-mark is impressed or otherwise formed in the tread-surface 
of the goods, or by printing it on the cover, container or wrapper of the 
goods, or by attaching to the goods or to the wrapping thereof a tag or 
label bearing the mark.” 

The Patent Office rejected the application and denied the reg- 
istration of the mark on the ground that the design was a part of 
the tire itself and intended to prevent skidding of the tire, and that, 
while probably the tread of the tire had become so well known 
as to indicate the product of the applicant, this was immaterial 
since there was no evidence to show that the design was originally 
adopted solely for trade-mark purposes. From this ruling of the 
Commissioner an appeal was taken to the Court of Appeals of the 
District of Columbia (4 Fed. (2d) 1018), and that court affirmed 
the action of the Patent Office, saying in a memorandum opinion: 


“The diamond shaped projections, which appellant claims as a trade- 
mark, are clearly descriptive of the goods on which they are used, since 
they form a very essential part of the goods itself. In other words, these 
projections are molded on the face of a rubber tire, either to enhance the 
wear, or to prevent skidding, or both. Section 5 of the Trade-Mark Act of 
1905 among other things provides that ‘no mark, which consists merely in 
* * * devices, which are descriptive of the goods with which they are 
used * * * shall be registered.’ As suggested in brief of counsel for 
the Patent Office, the most accurate way of describing an article is possibly 
by the article itself.” 

Notwithstanding these rulings, the complainant in its bill filed 
in this cause pursuant to the provisions of the Federal statutes 
aforesaid, insists that it is entitled to the relief prayed for, 
and urges that it is not seeking to register the article itself— 
that is, the tire—but only such portion thereof as is indicated by 
the petition, which is composed of a tread-pattern of diamond- 
shaped rubber figures. It is apparent that the words used in the 
application actually describe the trade-mark sought to be registered, 
and that the same may be applied to anything without affording 
the slightest information as to its nature or quality. Section 5 of 
the Trade-mark Act (33 S. L. p. 725, supra) contemplates that 
even the name of an individual may be a trade-mark if written, 
printed, impressed, or woven in some particular or distinctive man- 
ner; and it has been decided that it is no objection to the validity 
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of an otherwise good mark that it is impressed upon or inherent 
in the article manufactured, as in the case of watermarks upon 
paper, a word or symbol blown into a glass bottle or jar, or an 
arbitrary mark on the head of a horseshoe nail (Samson Cordage 
Works v. Puritan Cordage Mills, 211 Fed. 603-605 [4 T. M. Rep. 
225], and cases cited therein). 

A careful consideration of this case demonstrates that com- 
plainant does not seek to register a certainly-specified mark as an 
arbitrary symbol indicative of origin of the product, apart from the 
tire itself, but a mark which, if not an essential, at least is an im- 
portant part thereof; that is to say, the outstanding diamond-shaped 
blocks disposed circumferentially upon the tire so as to form the 
tread. In an attempt to register a trade-mark applicable to auto- 
mobile tires the words “diamond shaped tread’ are manifestly 
descriptive of the goods. To adopt the diamond-shaped tread itself 
will not better convey the idea. The prohibition of section 5 of 
the Trade-Mark Act against the registration of descriptive words 
is unqualified and does not authorize their registration if adopted to 
indicate origin or if publicly used for any particular period of time. 
No matter how long the use continues the mark will never become 
a technical trade-mark. In this case the appellant had long used 
its Goodyear tire. The diamond tread presenting a broken surface 
molded into rubber does tend to prevent slipping and skidding, but 


that particular feature was not an essential element, since any 
rough or broken tread would have the same effect, and the size, 
shape, and arrangements of projections and impressions may vary 
within wide limits without affecting their use or operation. Reg- 


istration as a trade-mark under these circumstances would not cure 
its invalidity because the inhibition against such registration is 
unqualified under section 5 of the Trade-Mark Act. Here we have 
an effort to register an alleged trade-mark consisting of some- 
thing which is a mechanically-functional feature of an automobile 
tire, and not registrable at all, and is descriptive of the particular 
type of tire, the registration of which is expressly inhibited by 
the provisions of section 5. 
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Considering the question of the effect of the prohibition of 
section 5 against the registration of descriptive words, in Vacuum 
Oil Co., v. Climax Refining Co., 120 Fed. 254, 256, the Circuit 
Court of Appeals of the Sixth Circuit held such prohibition against 
registration of descriptive words to be absolute. Justice Lurton, 
speaking for the court, said that it does not authorize their registra- 
tion if adopted to indicate origin or if publicly used for any partic- 
ular period of time, and that no matter how long the use continues 
the mark will never become a technical trade-mark. At page 256 
he said: 

“The descriptive word or sign or symbol * * * may acquire a 
secondary significance denoting origin or ownership * * * . But this 
secondary significance is not protected as a trade-mark, for a descriptive 
word is not the subject of a valid trade-mark; the only office of a trade- 
mark being to indicate origin or ownership. When a descriptive word 
* * * comes by adoption to have a secondary meaning * * * its 
use in this secondary sense may be restrained, if it amounts to unfair 
competition. In such case if the use of it by another be for the purpose 
of palming off the goods of one as and for the goods of another, a court 
of equity will interfere for the purpose of preventing such a fraud. But 
this kind of relief depends upon the facts of each case and does not at all 


come under the rules applicable to the infringement of a trade-mark. 
(Vacuum Oil Co. v. Climax Refining Co., 120 Fed. 254, 256, supra.) 


To accept the doctrine contended for by the appellant would 
in effect enable one by means of registration of a trade-mark to 
secure a perpetual monopoly of something not patentable within 
itself. Re American Circular Loom Co., 28 App. D. C., 446; In 
re United States Tire Co., 44 App. D. C. 469 [6 T. M. Rep. 238]; 
In re Barrett Co., 48 App. D. C, 586 [1 T. M. Rep. 122; 4, 218; 
9, 227]; Hood Rubber Co. v. Needham Tire Co., 48 App. D. C. 
227 [9 T. M. Rep. 68]; Putnam Nail Co. v. Dulaney, 140 Pa. 205; 
Davis v. Davis, 27 Fed. 490; Smith v. Krause, 160 Fed. 270; 
Daniel v. Electric Hose § Rubber Co., 281 Fed. 827 [6 T. M. 
Rep. 289]. 

We have given careful consideration to the assignments of 
error presented by appellant, five in number, and the able argu- 
ments made in support of the assignments by counsel for appellant, 
as well as the authorities cited, and our conclusion is that the as- 
signments are without merit, and that the arguments and author- 
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ities cited do not warrant us in arriving at a different result from 

that reached by the Commissioner of Patents, the Court of Appeals 

of the District of Columbia, and the court appealed from herein. 

Smithey v. Robertson, 299 Fed. 248, 250 (C. C. A. 4th Circuit) ; 

Hernandez v. Robertson, 16 Fed. (2) 279 (C. C. A. 4th Circuit). 
The decision of the District Court should therefore be affirmed. 
Affirmed. 


QueEeN ManuracturinG Company V. Isaac GinsserG & Bros. Inc. 
United States Circuit Court of Appeals, Eighth Circuit 
March 6, 1928 


Trape-Marks ano Trape-Names—Unrair Competirion—Coryine Distinc- 
vTivE Part or Trape-Mark. 

To constitute “infringement” of a trade-mark it is not necessary 
that the trade-mark be literally copied nor that every word be appro- 
priated, but there may be infringement where the substantial and 
distinctive part of the trade-mark is imitated. 

SaME—SAME—DIFFERENCES IN S1zE, Form, Coxvor or LABEL. 

Dissimilarity in size, form, and color of label and place where it 
if applied are not conclusive against infringement of trade-mark; and 
where a trade-mark contains a dominating or distinguishing word, 
and purchasing public has come to know and designate the article by 
such word, the use thereof by another in marking similar goods may 
constitute infringement, though the marks, aside from such dominating 
word, may be dissimilar. 

Same—Same—Same—“Queen Branpv” on Dresses. 

The words “Queen Brand,” in labels on defendant’s dresses, held 
so deceptively similar to plaintiff's registered mark “Queen Make” 
as to constitute infringement thereof, where public had come to know 
and designate plaintiff's products as “Queen” dresses and aprons, 
though marks were otherwise dissimilar. 

Same—Same—Same—Inrent Nor Essentiar. 

In suit for infringement of a registered trade-mark it is not neces- 
sary, in order to establish infringement, to show wrongful intent in 
fact on the part of the defendant or facts justifying the inference 
of such an intent. 

InTENT—SamME—SAME—PRESUMED. 

Where defendant has refused on notice to cease the use of mark 
or label, the natural and probable result of which would be to deceive 
the public and palm off defendant’s goods as those of plaintiff, fraudu- 
lent intent will be presumed. 

Same—Same—Same—SHOwI1NG oF Prosaste Deception SuFFicieNt. 

To make out a case of unfair competition, it is not necessary to 

show that any particular person has been actually deceived by defend- 
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ant’s conduct and led to purchase his goods in the belief that they are 

the goods of the plaintiff, but it is sufficient to show that such deception 

will be the natural and probable result of defendant’s acts. 
Same—Same—Same—Coryine Domrnatina Worp. 

Where word “Queen” was dominating word in plaintiff’s trade- 
mark and labels on cotton bungalow aprons, dresses, and similar 
products, and goods are called for by name “Queen” dresses or 
“Queen” aprons, use of such word by defendant in marking similar 
goods manufactured and sold by it will be presumed fraudulent and 
to constitute unfair competition. 


In equity. Appeal from the United States District Court, 
Eastern District of Missouri, in an action for trade-mark infringe- 
ment and unfair competition. Affirmed. 


Harry N. Soffer (Joseph Boxerman on the brief), both of New 
York City, for appellant. 

Andrew B. Remick of St. Louis, Mo., (Charles E. Francis of 
New York City, on the brief) for appellee. 


Before Stone and Van VALKENBURGH, Circuit Judges, and 
Puiturps, District Judge. 


Puituirs, D. J.: This is an appeal from a decree in favor of 
Isaac Ginsberg & Bros., Inc., (hereinafter called plaintiff) in a 
suit brought against Queen Manufacturing Company (hereinafter 
called defendant) for infringement of plaintiff's trade-mark “Queen 
Make,” and for unfair competition in the use of the trade-name 
“Queen.” 

The plaintiff is a New York corporation engaged in the manu- 
facture and sale of women’s, misses’ and children’s cotton bungalow 
aprons, dresses, skirts and waists. It attaches to all such garments 
the trade-mark 

QUEEN MAKE 
Trade-Mark 


This trade-mark was registered in the United States Patent Office 
July 25, 1922, by the firm of Isaac Ginsberg & Bros., the predeces- 
sor of plaintiff, for women’s cotton aprons and dresses. Plaintiff 
and its predecessor have used the mark since 1903. The plaintiff 
was incorporated January 2, 1923. It succeeded to and took over 
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the assets and good will of the firm of Isaac Ginsberg & Bros., 
including the trade-mark. 

The sales of plaintiff and its predecessor of women’s cotton 
dresses and aprons bearing the trade-mark “Queen Make,’ from 
July 31, 1914, until July 31, 1926, aggregated $15,243,739. These 
sales were made in practically every state in the Union, including 
Missouri. Plaintiff and its predecessor, from the year 1914 until 
July 21, 1926, expended for advertising “Queen Make” dresses 
and aprons in such nationally known magazines as the Ladies Home 
Journal, Good Housekeeping, and Vogue, the amount of $349,502. 

The defendant is also engaged in the manufacture and sale of 


similar cotton garments. It attaches thereto the following label or 
mark: 
Queen Mfg. Co., Inc. 
“QUEEN BRAND” 
Fit for a Queen 
No. 928 
Size 2 
St. Louis, Mo. 
It also prints on its statement blanks or bill heads the follow- 
ing: 
QUEEN MANUFACTURING CO., INC. 
1312 Washington Avenue 

Manufacturers of Invoice No. 
“BETTER GRADE” “QUEEN BRAND” “BETTER MADE” 

Fit for a Queen 

BUNGALOW APRONS, HOUSE DRESSES, Etc. 

Within a year prior to March 17, 1926, the date this suit was insti- 
tuted, the plaintiff received information through one of its repre- 
sentatives that the defendant was manufacturing such cotton gar- 
ments and attaching thereto the mark “Queen Brand.” Upon re- 
ceiving this information, the plaintiff sent to the defendant two 
letters requesting it to desist from the use of the mark “Queen 
Brand” and claiming it was an infringement of plaintiff's trade- 
mark. One letter of remonstrance was sent on August 19, 1925, 
and the other letter on September 30, 1925. The defendant made 


no reply to these letters and continued to use the alleged infringing 
mark, 
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Mrs. Habig, an employee of Scruggs-Vandervoort-Barney Dry 
Goods Co., which operates one of the large department stores of 
St. Louis, testified that she had been in the employ of the Dry 
Goods Company for twenty-seven years; that she was the buyer 
and manager of the Women’s Dress Department; that the Dry 
Goods Company had sold during the past twelve years large quanti- 
ties of “Queen Make” dresses made by the plaintiff; that most of 
her customers ordered the dresses by the single name “Queen,” 
and that they usually spoke of them as “Queen” dresses. The 
defendant introduced no evidence in the trial below. 

The trial court found that the defendant was guilty of in- 
fringement, and enjoined the defendant from using “Queen Brand’ 
as a trade-mark on its women’s aprons, dresses, skirts and waists 
and the use of the word “Queen” as a name or part of a name for 
its product, or in its corporate name. 

Counsel for defendant, in their brief, set forth the following 
as controlling propositions of law: 


nw 


“Before a court of equity will give relief in a trade-mark in- 
fringement case, the similarity of labels must be of such a nature 
as to deceive purchasers exercising ordinary care when examining 
to ascertain the source of its manufacture.” 


eA 


“Unless there is a passing off of the goods of one manufacturer 
for the goods of another, or the probability of it, there is no unfair 
competition.” 


ge 


“In cases of unfair competition the burden of proof is upon 
complainant to show that purchasers have been deceived.” 
Predicating their argument upon the foregoing legal proposi- 
tions, they contend the evidence is insufficient to support the decree. 
Sec. 96 of Title 15, U. S. C., in part, reads as follows: 


“Any person who shall, without the consent of the owner thereof, re- 
produce, counterfeit, copy, or colorably imitate any such trade-mark and 
affix the same to merchandise of substantially the same descriptive prop- 
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erties as those set forth in the registration, or to labels, signs, prints, 
* * * intended to be used upon or in connection with the sale of mer- 
chandise of substantially the same descriptive properties as those set forth 
in such registration, and shall use, or shall have used, such reproduction, 
counterfeit, copy, or colorable imitation in commerce among the several 
States, or with a foreign nation, or with the Indian tribes, shall be liable 
to an action for damages therefor at the suit of the owner thereof.” 

In order to constitute an infringement, it is not necessary that 
the trade-mark be literally copied. Northam Warren Corporation 
y. Universal Cosmetic Co. (C. C. A. 7) 18 F. (2d) 774 [17 T. M. 
Rep. 203]; Stark v. Stark Bros. Nurseries §& Orchards Co. (C. C. 
A. 8) 257 Fed. 9, 12 [9 T. M. Rep. 182]; McLean v. Fleming, 
96 U. S. 245, 251; Stephano Bros. v. Stamatopoulos (C. C. A. 2) 
238 Fed. 89, 94 [7 T. M. Rep. 34]. Neither is it necessary that 
every word be appropriated. There may be infringement where 
the substantial and distinctive part of the trade-mark is copied or 
imitated. 88 Cyc. 744; Rosenblum v. Rosenblum (D. C. N. Y.) 
253 Fed. 863 [9 T. M. Rep. 52]; Jacoway v. Young (C. C. A. 8) 
228 Fed. 630, 633; Omo Mfg. Co. v. Mystic Rubber Co. (D. C. 
Mass.) 225 Fed. 92 [5 T. M. Rep. 445]; Johnson § Johnson v. 
Bauer & Black (C. C. A. 7) 82 Fed. 662, 663; Devoe Snuff Co. v. 
Wolff (C. C. A. 6) 206 Fed. 420, 423 [3 T. M. Rep. 433]; Thomas 
G. Plant Co. v. May Co. (C. C. A. 6) 105 Fed. 375, 379. Dis- 
similarity in size, form and color of the label and place where it 
is applied are not conclusive against infringement. Eagle White 
Lead Co. v. Pflugh, 180 Fed. 579, 583 [1 T. M. Rep. 101]. The 
resemblances may so far dominate the differences as to be likely to 
deceive ordinary purchasers. O. §& W. Thum Co. v. Dickinson 
(C. C. A. 6) 245 Fed. 609, 613 [7 T. M. Rep. 469]. Where a 
trade-mark contains a dominating or distinguishing word such as 
the word “Queen” in the instant case, and where the purchasing 
public has come to know and designate the article by such dominat- 
ing word, the use of such word by another in marking similar goods 
may constitute infringement although the latter mark, aside from 
sueh dominating word, may be dissimilar. 

In determining whether an alleged infringing trade-mark is 
sufficiently similar to be deceptive, and therefore an infringement, 
ordinary purchasers, buying under the usual conditions prevailing 
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in the trade, and giving such attention as such purchasers usually 
give in buying that class of goods, are the standard. Whether an 


imitation which is not an exact copy constitutes an infringement 
depends upon whether the resemblance is such as to be likely to de- 
ceive purchasers of the standard above defined and cause them to 
believe in purchasing the goods of the defendant that they are the 
goods of the plaintiff. In other words, if the resemblance is such 
as would deceive ordinary purchasers of the goods using ordinary 
caution, the trade-mark is infringed. McLean v. Fleming, supra; 
Ansehl v. Williams (C. C. A. 8), 267 Fed. 9, 15 [10 T. M. Rep. 
444]; Ward Baking Co. v. Potter-Wrightington, Inc. (C. C. A. 
1) 298 Fed. 898, 401 [14 T. M. Rep. 253]; Stark v. Stark Bros. 
N. § O. Co., supra. In the final analysis, it is by the application 
of this test to the particular facts of each individual case that the 
question of infringement must be determined. 

There is no doubt under the evidence in the instant case that 
the word “Queen” is the dominating word and distinguishing 
feature of plaintiff's trade-mark, and that the public has come to 
know plaintiff's products as “Queen” dresses and aprons. While 
it is true there is dissimilarity in the two marks in a number of 
minor details, the dominating or distinguishing word is the same 
in both. Such being the facts, we think the label or mark employed 
by the defendant would likely deceive ordinary purchasers of such 
goods using ordinary caution. 

In a suit for the infringement of a registered trade-mark it is 
not necessary for the complainant, in order to establish infringe- 
ment, to show wrongful intent in fact on the part of the defendant, 
or facts justifying the inference of such an intent. Thaddeus 
Davids Co. v. Davids Mfg. Co., 233 U. S. 461, 471 [4 T. M. Rep. 
175]; Coty, Inc. v. Parfums de Grande Luze, Inc. (C. C. A. 2) 
298 Fed 865, 869 [14 T. M. Rep. 185]; Autoline Oil Co. v. Indian 
Refining Co. (D.C. N. Y.) 3 F. (2d) 457, 462 [15 T. M. Rep. 
191]; Capewell Horse Nail Co. v. Green (C. C. A. 2) 188 Fed. 20, 
24 [1 T. M. Rep. 205}. 

We are of the opinion that the trial court properly held that 
the defendant’s label infringed the trade-mark of the plaintiff. 
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Unfair competition ordinarily consists in the simulation by one 
person, for the purpose of deceiving the public, of the names, sym- 
bols, labels or devices, employed by a business rival, in order to 
induce the purchasing public to buy the goods or wares of the for- 
mer in the belief that they are the goods or wares of the latter. 
It consists in palming off one person’s goods as the goods of an- 
other. A. Leschen & Sons Rope Co. v. Fuller (C. C. A. 8) 218 
Fed. 786, 789 [5 T. M. Rep. 87]; O. & W. Thum v. Dickinson (C. 
C. A. 6) 245 Fed. 609, 621 [7 T. M. Rep. 469]; Charles Broadway 
Rouss, Inc., v. Winchester Co. (C. C. A. 2) 300 Fed. 706, 723 
[14 T. M. Rep. 159]; Howe Scale Co. v. Wyckoff, Seamans & 
Benedict, Fed. 198 U. S. 118, 140; Peters Milling Co. v. Interna- 
tional Sugar Feed No. 2 Co. (C. C. A. 6) 262 Fed. 336, 340 [10 
T. M. Rep. 207}. 

In Rope Co. v. Fuller, supra, the court said: 

“The sale of goods by one manufacturer or vendor as those of another 
is unfair competition, and it constitutes a fraud which a court of equity 
may lawfully prevent by injunction. The fraud is the basis of the suit for 
such relief. The deceit or the probable deceit, of the ordinary purchaser, 
so that he buys, or probably will buy, the articles of one manufacturer or 
vendor in the belief that they are those of another, is an indispensable 
attribute of good cause for such a suit. The test of the existence of this 
attribute is whether the simulation of the other manufacturer’s or vendor’s 
goods will probably deceive a purchaser who exercises ordinary prudence, 


and the burden is on the plaintiff to prove the fraud by a substantial 
preponderance of the evidence.” 


Fraudulent intent is a necessary ingredient of unfair competi- 
tion. Elgin Nat’l Watch Co. v. Illinois Watch Case Co., 179 U. S. 
665, 674; Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 
537, 549; National Picture Theatres, Inc. v. Foundation Film 
Corp. (C. C. A. 2) 266 Fed. 208, 211 [10 T. M. Rep. 385]. In 
Thum v. Dickinson supra, the court said: “The essence of unfair 
competition consists in palming off, either directly or indirectly, one 
person’s goods as the goods of another, and this, of course, involves 
an intent to deceive.” Where, however, the defendant has refused 
on notice to cease the use of a mark or a label, the natural and 
probable result of which will be to deceive the public, and palm off 
the goods of the defendant as the goods of the plaintiff, fraudulent 
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intent will be presumed. Feil v. American Serum Co. (C. C. A. 8) 
16 F. (2d) 88, 90; Thum Co. v. Dickinson, supra; 26 R. C. L. p. 
884, Sec. 60. 

In order to make out a case of unfair competition it is not 
necessary to show, as contended for by counsel for defendant, that 
any particular person has been actually deceived by defendant's 
conduct and led to purchase his goods in the belief that they are 
the goods of the plaintiff. It is sufficient to show that such decep- 
tion will be the natural and probable result of the defendant’s acts. 
Charles Broadway Rouss, Inc. v. Winchester Co., supra [14 T. M. 
Rep. 159]; Rice §& Hutchins, Inc. v. Vera Shoe Co., Inc. (C. C. A. 
2) 290 Fed. 124, 126; 33 Cyc. 773 [13 T. M. Rep. 389]. 

Where a trader has adopted a trade-name and where such 
trade-name has come to be understood by the buying public as indi- 
cating the goods of such trader, such a trade name will be pro- 
tected against use or imitation upon the ground of unfair competi- 
tion. Juvenile Shoe Co., Inc. v. Federal Trade Commission (C. C. 
A. 9) 289 Fed. 57; 38 Cyc. 765 [13 T. M. Rep. 300]. The plain- 
tiff has employed the word “Queen” in the marking of its prod- 
ucts. The word “Queen” on cotton bungalow aprons, dresses, 
and the like indicates to the buying public, plaintiff's products. 
The evidence shows that in buying these products they call 
for “Queen” dresses or “Queen” aprons. We think, in view of 
these facts, the use of the word “Queen” by the defendant in 
marking similar goods manufactured and sold by it would probably 
result in deceiving ordinary purchasers using ordinary caution into 
believing that they were plaintiff’s products. Defendant continued 
such use after notice from the plaintiff, and from such continued 
use fraudulent intent will be presumed. 

We, therefore, conclude that the plaintiff made out a case of 
unfair competition. It follows that the decree appealed from was 
right and it should be affirmed. 
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GotHaM S11ik Hostery Co., Inc., v. Poitie REINGOLD ET AL. 
Trapine as “Tue Reincoitp Hosiery Co.” 


New York Supreme Court, First Department 
March 30, 1928 


Trape-Marks AND Trape-Names—Unram Competirion—“Gotp Marx” 
anp “Gotp Sraire” on Hostery—Conrusive Simitarity or Con- 
TAINER—INJUNCTION. 

In equity. Appeal by the plaintiff from a judgment of the 

Supreme Court in an action for unfair competition. Reversed. 

For decision below, see 15 T. M. Rep. 368. 


Frank C. Laughlin of counsel (Abraham I. Spiro and William 
Felstiner with him on the brief; Spiro § Felstiner, all 
of New York City), for appellant. 

Ben Herzberg, Max D. Steuer, of counsel, both of New York 
City, for respondents. 


O’Mattey, J.: The action is in equity to enjoin unfair com- 


petition in the use by defendants of (1) a hosiery box in imitation 
of plaintiff's box; and (2) the words “Gold Mark” as a simulation 
of plaintiff's trade-mark “Gold Stripe.” 

On appeal from the order denying plaintiff's motion for an 
injunction pendente lite, we reversed and granted partial relief by 
prohibiting the use by the defendants of the box against which 
complaint was made or of any box simulating those used by the 
plaintiff, in conjunction with the words “Gold Mark.” (213 App. 
Div. 287.) The opinion in part reads: “The conclusion that 
defendants intended and now intend unfairly to compete with the 
plaintiff is irresistible in view of the box adopted by them the 
first of this year. Descriptively, this box is essentially the same 
as the one that has been used by the plaintiff for the past four 
years. It is true than one can take these two boxes and point out 
differences in detail, but it is only in detail that the differences 
lie. The very differences, however, are earmarked with intent to 
deceive, as for example: the vertical stripe of defendants’ box 
is of the same color, blend and width, and in the exact position 
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as the diagonal stripe on plaintiff's box; the gold field of the cover 
of the plaintiff’s box is relieved by a black oblong with gold letters 
above, and white ovals with black letters below; defendants’ box, 
correspondingly, has a black circle with gold letters above and 
a white oblong with black letters below. * * * As to the 
right to enjoin defendants’ use of the name ‘Gold Mark,’ dis- 
associated from the boxes which defendants have recently adopted, 
we are unwilling to decide upon the papers now before us. That 
question may well wait until the trial of the action. As to the 
boxes, however, we entertain no doubt at all. They are an obvious, 
palpable imitation of plaintiff's boxes, unquestionably adopted with 
a view to deceiving purchasers and appropriating plaintiff's trade.” 

The record of the trial before us tends to confirm, rather than 
to alter this view. The evidence is substantially as it was on the 
preliminary motion. Much of it presents no conflict. The trade- 
mark acquired by the plaintiff from its predecessor in title, Gotham 
Silk Manufacturing Company, was first used in 1911, and finally 
registered in 1913. Continuously from that time and until it was 
acquired by the plaintiff in 1925, it had been employed by plaintiff's 
predecessor in title. For the purposes of this appeal the plaintiff 
and its predecessor will be referred to as the plaintiff. 

The term “Gold Stripe” had its origin in the adoption by the 
plaintiff of the process of putting a gold thread in the fabric of 
the stocking at a point where the lower end of the welt joins the 
top of the stocking. Between 1913 and 1925, when this action 
was begun, the silk hosiery manufactured by the plaintiff had 
become well known as “Gold Stripe” or “Gotham Gold Stripe” 
hosiery, and purchasers usually asked for the product by these or 
similar identifying descriptions. Besides operating many factories 
the plaintiff maintained retail stores and in addition sold at whole- 
sale direct to other retail dealers. It stressed or featured sales in 
boxes containing three pair of stockings and since about the year 
1921 it used an attractive box in colors of black and gold, more 
particularly described in the opinion on the previous appeal. In 
addition, it featured this box in window displays in its own stores 
and advocated similar displays by other retail dealers. It dis- 


tect. acai RE AR tte ND RO te Mag BRR 


GOTHAM SILK HOSIERY CO., INC., V. PHILIP REINGOLD ET AL. 285 


tributed about 500 large replica or dummy boxes for show window 
and counter display advertising purposes. There appeared on this 
box the words, “Buy by the Box.” The plaintiff also furnished 
glass signs, cards and counter signs to its customers for a like 
purpose. It also stressed the importance of displaying its mer- 
chandise in the original boxes, not only in show window displays, 
but also on the shelves of retail stores. It advertised extensively 
and at great expense, both its trade-mark and its box in connection 
therewith. 

The extent of its business thus built up and established is 
readily apparent from the figures submitted upon the trial. From 
these it appears that from 1921 to 1924 it used and distributed to 
its wholesale and retail customers, 18,729,200 pairs of silk stock- 
ings, packed in 4,433,000 boxes, and from 1925 to 1926, when the 
box, Exhibit 9, was in use, it sold 16,019,000 pairs in 5,339,000 
boxes. The last box referred to was substantially the same as any 
one of the three or four different boxes used by the plaintiff after 
1921, except that the wrapper thereon was in embossed, rather than 
in plain paper, and there was a slight but immaterial rearrange- 
ment in coloring and lettering. Defendants upon the trial claimed 
at one time that this slight alteration in Exhibit 9, made after the 
commencement of this action, was for the purpose of making more 
striking the similarity between the plaintiff's boxes and those used 
by the defendants. This contention failed of merit, however, and 
was not pressed upon the argument. Plaintiff's box in use at the 
time of the trial was substantially identical with the box in use 
at the commencement of the suit. 

The defendants, who are jobbers and not manufacturers, began 
the use of their trade-mark in 1917. It is explained as a combina- 
tion of the last four letters of the names of the two defendants, 
Reingold and Newmark. It was duly registered and used by the 
defendants without complaint from the plaintiff until combined 
with the box simulating in appearance that of the plaintiff. This 
was in January, 1925. Prior to that time the defendants had 
used red and gray boxes, practically plain in color, except for the 
use of their trade-mark in gold lettering on the red box, and gold 
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lettering on a purple label on the gray box. These were stock 
boxes furnished to the defendants by the hosiery mills without 
charge. 

Suddenly, and for reasons hereinafter referred to, the defend- 
ants changed from these stock boxes which were furnished gratis, to 
gold and black boxes, the wrappers of which cost ten dollars a 
thousand. The defendants claimed and gave evidence tending 
to show that the change was made without reference to plaintiff's 
boxes and solely upon the suggestion of a representative of the firm 
which had been furnishing the defendants with labels and hosiery 
bands. It is asserted that the matter of getting up a design for 
the new wrapper was left entirely to a designer in the employ of 
this firm and that the resulting idea in black and gold stripes was 
entirely his. However this may be, the evidence shows that the 
firm which engaged the designer had manufactured labels for the 
plaintiff and was familiar with the design of plaintiff's wrapper. 
While the designer himself, who testified on behalf of the defend- 
ants, disclaimed previous familiarity with the plaintiff's wrapper, 
such fact, if true, would not relieve the defendants, if the plaintiff's 
wrapper in fact was simulated. 

The only reason for this change advanced by the defendants 
was an increase in their business and their desire to have a more 
attractive box. They attached no importance whatever to the 
box as an inducement or cause for sale to the ultimate purchaser 
and took the position throughout the trial that customers would 
purchase without reference to or regard to the box and only upon 
an examination of the merchandise itself. The defendant Reingold 
testified that so far as the defendants were concerned any color 
that would make an attractive box would have been just as satis- 
factory, and that the volume of the defendants’ sales would have 
been the same whether black or white boxes were in use. 

We think the acts and conduct of the defendants in this respect 
belie their words. If the appearance of the box was of so little 
consequence, the defendants offer no adequate explanation of why, 
when complaint against the use of their present box was made, 
accompanied by a request that its use be discontinued, they did 
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not at once comply with plaintiff's demand, and either return to 
the use of their former box, or at least offer to adopt an equally 
attractive design in some other color combination. Instead of 
following either of these courses, they have seen fit to resist a 
costly litigation. From this alone the conclusion follows that the 
defendants’ attempted explanation does not in fact explain. 

But there is other evidence condemnatory of the defendants’ 
use of this box in connection with their trade-mark. One of the 
plaintiff's most popular styles was known as No. 536. In 1923 
the defendants adopted a style known as No. 6385, the exact reverse 
of No. 586. This number had a prominent place on the defendants’ 
box cover, directly under its trade-mark. The plaintiff as early 
as 1915 had used in connection with its trade-mark and advertising, 
the slogan, “Silk Stockings That Wear.” In 1923 the defendants 
adopted in connection with their product, the phrase, “Will Wear 
Well.” Their attempt to show that subsequently the plaintiff 
used in connection with their trade-mark and advertising the word 
“Wear” three times repeated, for the purpose of again strengthen- 
ing its case by showing further similarity between its advertising 
and the defendants’ method of doing business, was clearly not 
sustained by the evidence. 

There was also evidence tending to show that in February, 
1925, just before this suit was instituted, the defendants, who had 
theretofore been operating under the trade-name and style of 
Reingold Hosiery Company, filed a certificate indicating their 
intention of thereafter doing business under the name of Gold 
Mark Hosiery Company. This change would have given the 
defendants’ firm a name more nearly like that of the plaintiff, the 
Gotham Silk Hosiery Company. Moreover, plaintiff was accus- 
tomed to advertise its product under the name “Gold Stripe 
Hosiery,” or “Gold Stripe Stockings.” The defendants’ explana- 
tion of the purpose of this proposed change, namely, to form a 
new company, is not satisfactory. The new proposed company 
was to be a partnership composed only of the two defendants 
who were the old partnership of the Reingold Company, without 
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change of office or the nature of its business. It was still to 
continue the sale of “Gold Mark” hosiery. 

There was also evidence tending to show that the defendants 
in their store from which they sold at wholesale at least on one 
occasion maintained a window display not unlike that advocated 
by the plaintiff for its customers, in which they exhibited their 
boxes, and prominently displayed their trade-mark. 

Plaintiff called numerous witnesses whose testimony was to 
the effect that the type of box plaintiff used was distinct and of 
great importance in the ultimate sale of its product; that plaintiff's 
merchandise was usually displayed in retail stores in windows, 
show cases and on shelves in the original boxes supplied by it, and 
that usually similar products of other manufacturers sold by the 
retailers were sold from stock boxes. The defendants called sev- 
eral witnesses who gave testimony tending to show that when 
retailers handled plaintiff's and defendants’ product, both were 
exhibited in original and not stock boxes; that thus there was no 
difference in method of display and that the “Gold Stripe” and 
“Gold Mark” stockings were each sold from the original boxes; 
and further, that in their experience there never had been con- 
fusion and that purchases were usually made from an examination 
of the stockings themselves and not with reference to the boxes. 
The defendants’ evidence also tended to show that the plaintiff’s 
product was usually called for under the name of “Gold Stripe’ 
or similar identifying descriptions. But the two boxes in question 
are before us for examination and they present what seems to us 
the best possible evidence as to likelihood of confusion. 

In view of the foregoing we think there can be little doubt that 
the defendants not only attempted to, but succeeded in a large 
degree, in adopting a box wrapper as nearly like plaintiff's as it 
was possible to do without exact duplication. In fact the trial 
justice indicated on the motion to dismiss that the defendants 
may have attempted, and probably did attempt, to copy the style 
of plaintiff's box. Even defendant’s trial counsel at one time 
during the course of the trial stated that the similarity was so 
marked that even a blind man could see it. While this was 
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asserted at a time when the defendants were attempting to show 
that the plaintiff had, after the commencement of suit, altered the 
appearance of their box so as to make it more like defendant's, a 
theory apparently later abandoned, it may be accepted as an 
incident tending to establish plaintiff's claim of simulation. 

It was the court’s view, however, that the duplication was not 
sufficiently clear so as to constitute unfair competition under the 
authorities. With his conclusion we are unable to agree. It was 
not necessary that evidence of actual confusion be presented, so 
long as there was evidence of sufficient probative force to show 
liability to deception. (7. A. Vulcan v. Myers, 139 N. Y. 364, 
367.) The plaintiff's evidence when considered as a whole seems 
to fairly preponderate in favor of its claim that the box wrapper 
adopted by the defendants, used as it is in connection with its 
trade-mark, is calculated to and likely to mislead a purchaser 
into believing that she is purchasing plaintiff's product, when, in 
fact, she is purchasing that of the defendants. 

Moreover, as already pointed out, the evidence does not differ 
in any material respect from that presented to us on the motion 
for an injunction pendente lite. In these circumstances we are 
bound by our former decision. 

We have not overlooked the evidence of the defendants to the 
effect that the colors black and gold are frequently employed in 
the design of wrappers for boxes and particularly for those used 
in the sale of hosiery. If the mere use of this color combination 
were the only objection to defendants’ box, they would perhaps 
be unobjectionable. However, here we have simulation in the 
manner of use. In addition to this color combination there is 
used in connection with it the defendants’ trade-mark, similar 
in some degree to that of the plaintiff's, and it is the combination 
of these features that creates a general result likely to confuse. 

To the extent already indicated we think the plaintiff was 
clearly entitled to relief. But in so far as its complaint seeks to 
enjoin the defendants’ use of their trade-mark as such, we think 


the decision below was proper. No pretense of confusion or 
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infringement was made by plaintiff until the defendants’ simulation 
of its boxes in 1925. For eight years the defendants by the use 
of red and gray boxes had used their trade-mark, presumably 
to the knowledge of the plaintiff. At least its use provoked no 
protest. In these circumstances, and upon all the evidence, we 
think plaintiff has not shown sufficient to invoke in its behalf the 
aid of equity in respect to the defendants’ trade-mark alone. 

It follows that the judgment should be reversed, with costs, 
and judgment for the plaintiff granted to the extent herein indi- 
cated. 


Dowuina, P. J., Fincu, McAvoy and Martin, JJ., concur. 


Judgment reversed, with costs to appellant, and judgment for 
plaintiff ordered to the extent indicated in opinion. Settle order 
on notice. The findings inconsistent with this determination should 
be reversed and such new findings made of facts proved upon the 
trial as are necessary to sustain the judgment hereby awarded. 


LERNER Stores CORPORATION Vv. LERNER ET AL. 
New York Supreme Court, Special Term, New York County 
September 9, 1927 


Trape-Marks anp Trape-Names—Uwnrair CoMPeTITION—PersonaL NamMe— 

Restricrions as To Use. 

Person may use own name in connection with conduct of his busi- 
ness, subject to limitation that he refrain from conduct calculated to 
mislead public into confusing his business, with that conducted by an- 
other. 

Same—Same—Same—“Lerner”—Form or InsuncrTion. 

Plaintiff, operating stores under name of “Lerner Stores Corpora- 
tion,” was entitled to injunction against defendants, using personal 
name of “Lerner,” with same type of lettering, in operating similar 
store, unless defendant prefixed first name, and used different type of 
lettering, to obviate deception on public. 


In equity. Action for unfair competition. On motion for in- 
junction against defendants. Motion granted. 
For decision in related case, see 17 T. M. Rep. 3. 
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Bertram L. Marks (Samuel D. Cohen of counsel), both of 
New York City, for the motion. 
Edward E. Rosenblume, of Brooklyn, N. Y., opposed. 


FRANKENTHALER, J.: The undoubted right of defendant 
Harry Lerner to use his own name in connection with the conduct 
of his business is subject to the limitation that he refrain from con- 
duct calculated to mislead the public into confusing his business 
with that conducted by plaintiff. The emphasis on the surname 
“Lerner,” and the use of type strikingly similar to that used in 
some of plaintiff’s stores, both seem to substantiate the charge that 
defendant is endeavoring to obtain the benefit of the reputation 
and good will built up by the plaintiff. His statement that at the 
time he opened his store, about three months ago, he was not aware 
that plaintiff had any stores in Brooklyn, seems somewhat strange, 
in view of the extent of plaintiff's reputation and the fact that de- 
fendant is engaged in the very same business, and would be likely 
to know of large competitors. 

Defendant cannot be injured in his newly opened store by 
being required to take steps to obviate deception and call to the 
attention of the public the lack of connection between his establish- 
ment and those operated by the plaintiff. He will therefore be 
enjoined from operating the store under the name of “Lerner,” un- 
less his first name is prefixed thereto, and a different type of letter- 
ing used from that employed by plaintiff. 

The motion is therefore granted to the extent indicated. Bond, 
$2,000. Settle order. 


Purity Sprines Water Co. v. Repwoop Ice De.ivery ET AL. 
(263 Pac. R. 810) 


Supreme Court of California 


January £1, 1928 


Trape-Marks anv Trape-Names—Uwnram Competition—“Puriran Water” 
Heipv Nor to Inraince “Purrry Spatncs Water.” 

Label used by defendant on its water bottles reading, “As pure 

and wholesome as its name implies (picture of Quaker girl) Puritan 
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water, trade-mark registered,” held not so similar to plaintiff’s label 
used on its water bottles reading, “Purity Springs Water (picture of 
mountain stream) * * * from the mountains,” as to constitute an 
infringement thereof. 
Same—Same—“Warter” 1x Lazset Covutp Nor Be Exciusivery Appropri- 
ATED. 
Under Civ. Code, § 991, plaintiff could not exclusively appropriate 
the term “water” as used in its label reading, in part, “Purity Springs 
Water.” 


In equity. From a judgment for defendant in a case of alleged 
unfair competition, plaintiff appeals. Affirmed. 


A. J. Stebenne, of Redwood City, Calif., for appellant. 
Ross & Ross, of Redwood City, Calif., for respondents. 


Preston, J.: This is an appeal by plaintiff in an action for 
the recovery of $5,000 as damages and for a perpetual injunction 
to restrain the alleged infringement by defendant of a certain 
label, device, or trade-mark used by it for bottled water. 

Defendant suggests that this court is without jurisdiction to | 
entertain the appeal because of the failure of plaintiff to give any 
sufficient notice thereof. The record shows that plaintiff duly filed 
with the clerk of the superior court a paper entitled “Request for 
Transcript under Section 958a, Code of Civil Procedure,” which 
contains the following clause: “* * * You will please take notice 
that plaintiff in the above-entitled action desires and intends to 
appeal from the judgment heretofore given. * * *” It is no objec- 
tion to a notice of appeal that it is a part of the same paper that 
directs the clerk to prepare the record and, in recent decisions, 
construing the precise language above quoted, it has been held 
that “while it would be more satisfactory if the notice had been 
more explicit, * * * it must be held sufficient to give the appellate 
court jurisdiction.” Anderson v. Standard Lumber Co., 60 Cal. 
App. 445, 218 P. 65; Wright & Hogan, Inc. v. Heide, 72 Cal. App. 
16, 236 P. 219. 

Plaintiff and defendant are California corporations, both 
licensed to do business in San Mateo County. The complaint 
alleges the claim of plaintiff to a registered trade-mark under the 
law of California consisting of the words “Purity Springs Water” 
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appearing on labels used by it in its business of bottling, selling 
and distributing drinking water, and the infringement of said 
trade-mark or label by defendant. It further alleges that defend- 
ant, a company engaged in manufacturing and selling ice, repre- 
sented plaintiff during the year 1917 and part of 1918 in the estab- 
lishment of an agency for the sale of plaintiff's product in said 
county; that as a result of said agency defendant secured a list 
of the names of customers of plaintiff and consumers of its product, 
which list said defendant afterwards used without right and to the 
damage of plaintiff in selling and distributing the product of Moun- 
tain Springs Water Company, and still later in connection with 
the sale of bottled water under the alleged infringing label here 
involved. The labels used by both parties are made exhibits to 
the complaint, as is also copy of an advertisement published by 
defendant in a San Mateo County paper, of which complaint is 
made. 

Defendant filed a demurrer to the complaint upon the ground 
that it failed to allege facts sufficient to constitute a cause of action, 
and also numerous affidavits in support thereof denying that it 
had ever represented plaintiff as agent or received a list of plain- 
tiff’s customers or consumers of its product; and likewise denying 
and explaining other allegations of said complaint, as will more 
fully hereinafter appear. The court sustained the demurrer, say- 
ing: “The only thing copied or imitated in this matter is ‘water,’ 
and that word is not subject to any trade-mark. Demurrer sus- 
tained.” Plaintiff failed to amend within the ten-day period allowed 
for that purpose, and judgment was accordingly entered for de- 
fendant, from which this appeal is taken. 

Appellant concedes, as indeed it must, that the complaint does 
not attempt to allege a cause of action for unfair and unlawful 
competition, and the use of the list of its customers and consumers 
by respondent, nor is there any attempt to predicate a cause of 
action upon breach of the contract between the parties at the time 
it is alleged the names of the customers were delivered to respond- 
ent. It is unnecessary, therefore, to discuss certain grounds of 
demurrer urged by respondent, to wit, that two causes of action are 
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set forth in the complaint and not separately stated, one an alleged 
cause of action for unfair competition and unlawful use by re- 
spondent of said list of customers and consumers of the product 
of appellant, which cause respondent urges is barred by the provi- 
sions of Sections 888, 389 and 343 of the Code of Civil Procedure, 
and the other an alleged cause of action for unlawful infringement 
of appellant’s trade-mark or label by respondent. 

The vital question is whether respondent’s label was in fact 
an adoption and colorable imitation of the label of appellant, and 
was used by it in the advertising and sale of bottled water in such 
a manner and under such circumstances that the public and pur- 
chasers would be deceived or be likely to be deceived and led to 
believe that they were buying the product of appellant. On this 
point an inspection of the record can lead to but the one conclu- 
sion, that upon the merits said demurrer was properly sustained. 
Appellant’s label reads in part: 


“PURITY SPRINGS WATER (picture of mountain stream) * * * 
from the mountains of Marin County, delivered in all Bay Cities, * * * 
2050 Kearny St., S. F., phone Sutter 2197.” 


Respondent’s label reads in part: 


“As pure and wholesome as its name implies (picture of Quaker girl) 
PURITAN WATER, trade-mark registered, for home and office use 
(picture of bottle of water). * * * Bottled by Redwood Ice Delivery, 
Redwood City, Calif., telephone Redwood 155.” 

Without attempting to convey the exact contour and form of 
said labels or their complete wording, it is sufficient to say that 
they are utterly dissimilar in shape, design, lettering, size, wording 
and coloring. A most casual glance should reveal to any pur- 
chaser by what company the water is sold. 

The advertisement of which appellant complains reads as 
follows: 


“PURITY—Drinking Water—PURE ICE—Redwood Ice Delivery, 
phone Redwoud 155 (printed in the [kozian).” 


An affidavit made by the bookkeeper for respondent avers: 
That neither this advertisement nor any similar one was published 
by respondent, but that while she was in respondent’s employ, 
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at the request of students of the Sequoia Union High School, she 
assisted them by offering to have published in the school paper 
known as Ikozian an advertisement of respondent’s Puritan water, 
as follows: “Puritan Drinking Water, pure ice. * * *” That she 
was informed that through inadvertence and mistake of such stu- 
dents the first word of said advertisement was printed “Purity” 
instead of “Puritan”; that when the attention of respondent was 
called to the mistake it was rectified immediately. There is fully 
quoted in said affidavit a letter of apology from the business mana- 
ger of the school paper, in part as follows: 


“I regret very much our unfortunate mistake which occurred in one 
of the advertisements of our school paper, the Ikozian. I want to sincerely 
apologize for this mistake and I assure you that it will not happen again. 
The editor of the paper substituted the word ‘Purity’ for ‘Puritan’ and 
this caused all the trouble. Hoping that you will pardon us for this 


mistake, I am. * * *” 

As above stated, the only real question is whether the label 
used by respondent is so similar to that of appellant as to con- 
stitute an infringement thereof. We hold that it is not. It is true 
that both labels advertise bottled “‘water,’’ but no one can “exclu- 
sively appropriate any designation, or part of a designation, which 
relates only to the name, quality, or the description of the thing or 
business, or the place where the thing is produced, or the business 
is carried on.” Section 991, Civ. Code. This principle is estab- 
lished by the early case of Falkinburg v. Lucy, 85 Cal. 52, 95 Am. 
Dec. 76, which has been consistently adhered to in later decisions, 
and which discusses fully the law applicable to the facts of the 
instant case. The plaintiffs there claimed their entire label as 
their trade-mark and asked to be protected in the use of it as a 
whole in advertising their product, a washing powder. The court 
found the labels were the same in three respects only—the words 
“Washing Powder,” the directions as to use, mode of making soft 
soap, and the color of the paper upon which they were printed. 
In all other respects they were unlike. Holding that the words 


“washing powder” could not be appropriated as a trade-mark, the 
court said: 
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“The owner of such peculiar marks, provided they are original with 
him, will be protected in their exclusive use by the courts; but only so 
far as such marks serve to designate the true origin or ownership of the 
goods to which they are attached. He will not be protected in the use 
of figures, or symbols, or combinations of words, which serve merely to 
indicate the name, kind, or quality of the goods to which they are attached, 
notwithstanding they may be interblended with others which indicate 
origin and ownership.” 

In Burke v. Cassin, 45 Cal. 467, 478 (18 Am. Rep. 204), the 
rule is repeated in this language: 


“* * * A word, figure, etc., in common use, which indicates the name, 
nature, kind, quality, or character of the article, cannot be appropriated 
as a trade-mark. * * *” 

See, also, to the same effect, Choynski v. Cohen, 39 Cal. 501, 
2 Am. Rep. 476; Schmidt v. Brieg, 100 Cal. 672, 85 P. 623, 22 
L. R. A. 790; Spieker v. Lash, 102 Cal. 88, 86 P. 862; Italian 
Swiss Colony v. I. Vineyard Co., 158 Cal. 252, 110 P. 918, 82 
L. R. A. (N. S.) 489; Dunston v. Los Angeles, etc., Co., 165 Cal. 
89, 181 P. 115. 

Judgment affirmed. 


We concur: SEAWELL, J.; Curtis, J. 


Hovston v. Barretr AND Barrett v. Houston 
Supreme Court of Georgia 
April 16, 1928 


One who has originated a distinctive package in quality, color, 
size, and shape, in which he has placed his article of merchandise for 
sale to the public, is entitled to an injunction against the use, by 
a rival in business, of a package which is not distinguishable in any 
material particular from that of complainant, except the rival’s name 
on the package so used, in place of complainant’s name. 

In equity. Action for unfair competition. From a judgment 


refusing injunction, plaintiff appeals. Reversed. 


Candler, Thomson & Hirsch (Harold Hirsch and T. J. Long, 
Jr., of counsel) all of Atlanta, Ga., and Hatcher & 
Hatcher, of Columbus, Ga., for plaintiffs. 

Alston, Alston, Foster & Moise, of Atlanta, Ga., for defendants. 
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Hit, J.: Tom Huston, trading as “Tom Houston Peanut 
Company” brought an equitable petition for injunction against 
C. O. Barrett trading as “Barrett Potato Chip Company” to re- 
strain the defendant from using a container, a paper bag, for the 
sale of salted peanuts, or other product of a similar size, shape, 
color, or of the same general appearance, as that used by the 
plaintiff, and from in any way passing off or substituting his 
product as and for the product of plaintiff, and from any way 
engaging in any acts of unfair competition. Plaintiff's contention 
is, that he is not entitled to the exclusive right to use a rectangular 
bag, nor to the exclusive right to use a glacine paper bag, nor to 
the exclusive use of a bag 1-13/16 inches wide, nor to the exclusive 
right to use a bag six inches in height, but plaintiff does contend 
that, on account of priority of adoption and user, he is entitled 
to use the combination exclusively, when that combination has come 
to denote the origin of the product in plaintiff, and to distinguish 
his product, from all other similar products. The contention of 
the defendant in the present case is, that if he has so marked and 
identified his product, as to distinguish it from that of the plaintiff, 
no relief can be granted to him, even though he has appropriated 
the same size package which the plaintiff has adopted, although 
defendant’s bags, clearly designates and marks his product as his 
own, and distinguishes it and differentiates it from that of the 
plaintiff. 

The defendant filed a plea in abatement on the ground that 
a similar suit is pending in the District Court of the United States 
for the Northern District of Georgia. The defendant also filed 
demurrers and an answer. At the interlocutory hearing, after evi- 
dence the judge made an order permitting the defendant to con- 
tinue to “use the so-called elongated bag for the sale and distribu- 
tion of his salted peanuts, but enjoined the defendant from the 
use of that style or kind of glacine paper known as pique glacine 
paper in the construction of the said bag or container,” the injunc- 
tion to go into effect thirty days after the order. To this order 
the plaintiff excepted. The defendant filed a cross bill of excep- 
tions, assigning error in that part of the judge’s order enjoining 
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the defendant ‘“‘from the use of that style or kind of glacine paper 
known as pique glacine paper in the construction of the said bag 
or container.” 

The controlling question in this case is, whether the plaintiff 
is entitled to the exclusive use of a paper bag container in the 
sale of his product, the bag being made of a particular kind of 
paper, of a distinctive color and size, where by the use of such 
container he has established a trade in a product that has become 
well known because of the distinctive package, and whether it is 
unfair competition for another to use a container similar in all 
respects, save the name of the manufacturer which is printed on the 
bag. 

“Where a person has adopted a particular combination of features, 
producing a peculiar visual appearance for the purpose of presenting his 
goods to the market, which at the time of its adoption, was not in use 
by any one else, he is entitled to be protected in its use as against any 
other person who has imitated it in such a way as to mislead the public. 
So it has been decided that one who has put up his wares in a distinctive 
package is entitled to an injunction against the use by a rival of a package 
indistinguishable in every particular, except the use of the rival’s name 


at the bottom of the package in place of the complainant’s.” (26 R. C. L., 
p. 887, Sec. 62, and cases cited under note 18 and 19.) 


The plaintiff in error was engaged in the business of selling 
to the wholesale and retail trade, toasted, salted peanuts, which 
after being prepared were placed in a bag, rectangular in shape, 
approximately six inches in length, and approximately 1 1%¢ 
inches wide. The bag was made of paper of a glacine texture, and 
one end of which was closed by placing a red and blue seal thereon, 
and on one side of the seal was printed “Tom’s Toasted Peanuts.” 
The bag was first used by the plaintiff in marketing his product, 
and the idea of marketing toasted, salted peanuts in such a package 
originated with plaintiff, and by reason of the novelty and distinc- 
tiveness of the bag, plaintiff's product had acquired a wide reputa- 
tion, and enjoyed a wide popularity. Large sums of money were 
expended in advertising the plaintiff's product, and by these 
means it became popular and distinctive. The defendant was en- 
gaged in a similar line of business, and placed his toasted, salted 
peanuts in a bag, the general appearance of which was a colorable 
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imitation of plaintiff's bag. It was the same shape, made of the 
same kind of paper, and was identical in size, with a seal at the 
end of the bag with printed matter thereon, including the name 
“Gardner.” 

It is said in the case of Lever v. Goodwin, 4 Robb. Pat. Cases, 
(U. S.), p. 492,505, that, 


“There is no monopoly in this parchment paper; there is no monopoly 
in the spaced printing, then why should I be restrained in carrying on 
business from using those things as to which the plaintiff's cannot claim 
any monopoly whatever? That was an obvious fallacy. There may be 
no monopoly at all in the individual things separated, but if the whole 
are so joined together as to attempt a pass off and to have the effect 
of passing off the defendant’s soap for plaintiffs’, then, although the 
plaintiffs have no monopoly, either in the parchment paper, or the spaced 
printing, yet, if those things in which they have no sole right, are so 
combined * *” the plaintiff is entitled to an injunction. 


In Morgan v. Ward, 152 Fed. 690, it is said; 

“A manufacturer may put forth his goods in a dress, in no element 
of which—size, shape, color, lettering, word, or symbol—has he an exclusive 
right of use; and yet, if the ensemble has come to be a public guaranty 
of origin and quality, he may secure protection against the unfair trade 
or a preying competitor.” 

In the instant case there was nothing distinctive in the par- 
ticular kind of paper used, nor in the particular size of the bag, 
nor in the shape, when each of these particulars is taken separately, 
and nothing in either of them that would attract any particular 
notice of the buying public, but all of them taken together, the 
ensemble, when occurring repeatedly, would be bound to attract 
attention and in time by constant repetition to denote to the buy- 
ing public a particular brand of a particular product. And while 
any competitor might and could, without their competition being 
unfair, use a similar color, or a similar size, or a similar shape, any 
one of the combination; but when he uses and imitates the entire 
combination so as to mislead the buying public into thinking they 
are buying the product of the plaintiff, then the above rule as stated 
in R. C. L, and the cases cited, is violated, and the competition be- 
comes unfair and the plaintiff should be protected. 

The case of Heldreath v. McDonald, 164 Mass. 16, 49 A. S. R., 


440, is very similar in its facts to the present case. It was held 
in that case: 
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“Where a manufacturer, for the purpose of presenting his goods to 
the market, has adopted a particular combination of features, in part 
old and in part new, he is entitled to protection against a palpable imita- 
tion. If a manufacturer of candy puts it up in packages of a particular 
size and shape, with a word in red script letters upon the middle and 
ends of the wrappers, another person may be restrained from putting 
up packages in the same form and size with another word printed upon 
the middle of the wrappers in Roman letters, if it is found that the public 
is thereby deceived into believing that the defendant’s goods are the 
plaintiff's goods, and that the resemblance is not accidental.” 


Likewise it was held in Coats v. Merrick Thread Co., 149 
U. S., 561; 


“Irrespective of the technical question of trade-mark, defendants have 
no right to dress their goods up in such manner as to deceive an intend- 
ing purchaser, and induce him to believe he is buying those of the plain- 
tiff’s. Rival manufacturers may lawfully compete for the patronage of 
the public, but they have no right, by imitated devices, to beguile the 
public into buying their wares under the impression they are buying 
those of their rivals.” 


And see the case of Collins v. Paist, 14 Fed., Second Series, 
614: 


“It is so easy for the honest business man, who wishes to sell his 
goods upon their merits, to select from the entire material universe, 
which is before him, symbols, marks, and coverings which by no possibility 
can cause confusion between his goods and those of competitors, that the 
courts look with suspicion upon one who, in dressing his goods for the 
market, approaches so near to the dress of those of his business rival, 
that the public may fail to distinguish between them. The law is not 
made for the protection of experts, but for the public—that vast multitude, 
which includes the ignorant, the unthinking, and the credulous, who, in 
making purchases, do not stop to analyze, but are governed by appear- 
ance and general impressions.” (Florence Mfg. Co. v. Dowd & Co., 178 
Fed. 73, 101 C. C. A. 565 [1 T. M. Rep. 289].) 

“The duty is imposed upon every manufacturer or vendor to so 
distinguish the article he makes or the goods he sells from those of his 
rival as that neither its name nor its dress will probably deceive the 
public, or mislead the common buyer.” (Wrinsley Co. v. Iowa Soap Co., 
122 Fed. 796.) 


We are of the opinion that the principles ruled in the cases 
cited above are sound, and that the trial judge erred in not grant- 
ing the injunction in toto. There are cases holding to the contrary 


of the above, in outside jurisdictions, but we are of the opinion that 
the foregoing cases, and other similar cases, contain the better 
view. 
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Judgment reversed on the main bill of exceptions, and affirmed 
on the cross-bill. All the Justices concur. 


GERSTENDORFER Bros. (NOW, BY REASON OF CHANGE OF NAME, 
Sapouin Co., Inc.) v. Unitep Suppty Company 
(SamMoLine Corporation SuBsTITUTED) 


Court of Appeals of the District of Columbia 
May 7, 1928 


Trape-Marks—CAaNCELLATION—APPEAL—“SAMOLINE” AND “SAPOLIN’— 

Lacues—Lack or Proor or Conruslon—AFFIRMAL. 

Where the registered mark “Samoline” had been used for more 
than fifteen years on appellee’s goods, without any objection being 
made thereto by the appellant, held that the latter had lost the right 
to object through laches. 

Same—Same—Goons oF Unuixe Descriptive Properties. 

A material for cleaning wood, metal and other objects, held to be 
of different descriptive properties from paints, enamels, lacquers, 
wood stains and furniture polish. 


Louis Alexander, of New York City, for appellant. 
Fred Gerlach, of Chicago, Ill., for appellee. 


Appeal from the Commissioner of Patents in a cancellation 
proceeding. Affirmed. For opinion below, see 17 T. M. Rep. 66. 


Before Martin Chief Justice; Ross and Van Orspet, Asso- 
ciate Justices. 


Van Orspet, A. J.: Appellant, Gerstendorfer Bros., appeals 
from the decision of the Commissioner of Patents dismissing their 
petition for the cancellation of two registered trade-marks owned 
by appellee company. One mark, registered in 1913, consists of 
the word “Samoline’’; and the other mark, registered in 1925, con- 
sists of a figure of a boy of the “Jackie Coogan” type attired in 
a dress suit and designated as “Little Sammy Samoline,” associated 
with the word “Samoline.” These marks are used as trade-marks 
for a cleaning material for wood, metal, and other objects. 
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Appellant petitioner’s mark consists of the word “Sapolin,” 
and is used as a trade-mark for paints, enamels, varnishes, lacquers, 
wood stains, and furniture polish. 

The petition is grounded upon the similarity of the marks and 
their use upon goods of the same descriptive properties to an ex- 
tent that would be likely to cause confusion in trade. 

It was held by the tribunals below that the goods are not of 
the same descriptive properties; and that, therefore, there can be 
no likelihood of confusion. If the marks were exactly similar this 
contention might have more force, but when we consider the dis- 
similarity of the marks and the dissimilarity of the use to which 
the goods are appropriated, we are of opinion that the likelihood 
of confusion is quite remote. 

Considering the doubt thus raised in connection with the fact 
that the trade-mark “Samoline” has been appropriated and used 
on the goods produced by appellee company for more than fifteen 
years, and that no objection was interposed by the petitioner com- 
pany, we agree with the holding of the Commissioner that “under 
these circumstances this Office would not be justified in disturbing 
in any way at this time the registrant’s rights respecting its trade- 
marks. If the petitioners ever had any right to oppose the right 
of the registrant to register its marks, such right of the petitioners 
has been lost by laches. France Milling Co. v. Washburn-Crosby 
Co., 7 Fed. (2nd) 804; White Rock Co. v. Akron Co., 299 Fed. 775 
[14 T. M. Rep. 421]; Rectanus Co. v. United Drug Co., 226 Fed. 
554 [6 T. M. Rep. 28]. 

The decision of the Commissioner is affirmed. 
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Forp Motor Company v. Partrince, Sincer & Batpwin, INc. 
Court of Appeals of the District of Columbia 
May 7, 1928 


Trape-M arKs—CANCELLATION—APPEAL—“Forp” AND “WarForD” on AvTO- 


MOBILES AND Moror TraNsMISsSIONS—LacKk oF CONFUSING SIMI- 
LARITY. 


The suffix “Ford” being a common termination of English words, 
the name “Warford” used as a trade-mark on automobile transmis- 
sions held so unlike the name “Ford,” used on automobiles as to ob- 
viate any probability of confusion in the goods. 

C. R. Halbert, of Detroit, Mich., E. S. Rogers, of Chicago,, 
Ill., C. M. Thomas & F. O. Thomas, of Washington, D. C., 
for appellant. 


D. L. Morris, of Washington, D. C., for appellee. 


Appeal from the Commissioner of Patents in cancellation pro- 
ceeding. Affirmed. For decision below, see 17 T. M. Rep. 148. 


Before Martin, Chief Justice; Ross and Van Orspet, Asso- 
ciate Justices. 


Van Orspex, A. J.: This appeal is from the decision of the 
Commissioner of Patents dismissing appellant’s petition for the 
cancellation of the registered trade-mark of appellee company, con- 
sisting of the word “Warford,” used on automobile transmissions. 

Cancellation is sought first on the ground that the registered 
mark has for 


“its principal characteristic and predominating feature the word ‘Ford,’ 
which is the principal characteristic and predominating feature of the 
Ford Motor Company’s corporate name” ; 


and second, that the registered mark 


“is so similar to the trade-mark of the Ford Motor Company as to be likely 
to cause confusion in the minds of the public, and is calculated, to deceive 
and mislead the public into the belief that the goods of the said Partridge, 
Singer & Baldwin, Inc., are produced and sold by the Ford Motor Com- 


pany.” 

We agree with the decision of the Commissioner that the last 
syllable in registrant’s mark is a word in common use, and is the 
same as the ending of many surnames, and is not such an appro- 
priation of appellant’s corporate name as to justify legal inter- 
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vention; and that the appearance and pronunciation of the word 
“Warford” is so distinctively different from the word “Ford” stand- 
ing alone, as to obviate any probability of confusion either as to 
origin or reputation. 

For the same reason the second ground advanced in support 
of the petition for cancellation was properly denied by the tribunals 
below. The testimony discloses the use of registrant’s mark since 
January, 1922; and the goods manufactured are intended for use 
and sold by dealers for use on Ford automobiles, and though ap- 
pellee company in the meantime has built up a business of approxi- 
mately $7,000,000, no evidence was submitted of actual confusion 
of either goods or origin. Neither are we of opinion that the marks 
are so similarly as to probably lead to confusion. 

The decision of the Commissioner is affirmed. 


Lincotn Motor Company v. Lincotn MAaNvuFActTuRING CoMPANY 
Court of Appeals of the District of Columbia 
May 7, 1928 


Trape-Marxs—Opposirion—“LIncoLn” ON AUTOMOBILES AND BRAKES AND 
Timers—AGREEMENT BY APPELLEE TO DiscontINUVE Use—REvERSAL. 
In an opposition proceeding brought by appellant against the use 
by appellee of the word “Lincoln” on automobile brakes and timers, 
where appellee had since agreed to discontinue the use of the mark on 
automobile parts, to clear the record and to allow the opposer to use 

his mark unencumbered, the Commissioner’s decision was reversed. 


C. R. Halbert, of Detroit, Mich., E. 8S. Rogers, of New York 
City, C. M. Thomas §& F. D. Thomas, of Washington, 
D. C., for appellant. 

G. B. Schley, of Indianapolis, Ind., Robt. Watson, of Wash- 
ington, D. C., for appellee. 


Appeal from the Commissioner of Patents in an opposition 
proceeding. Reversed. For the decision below, see 16 T. M. Rep. 
410; also vol. 18, p. 33. 


Before Martin, Chief Justice; Ross and Van Orspet, Asso- 
ciate Justices. 
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Van Orsvex, A. J.: This appeal is from the decision of the 
Commissioner of Patents dismissing an opposition brought by ap- 
pellant, Lincoln Motor Company, against the registration of a 
trade-mark by appellee, Lincoln Manufacturing Company. 

The marks of the respective parties consist of the word “Lin- 
coln,” with certain embellishments. The mark of appellant com- 
pany is applied to automobiles known as the Lincoln car, and has 
been in use since 1920. The mark of appellee company was ap- 
plied to brakes and timers, manufactured for and used in various 
cars. It was held by the tribunals of the Patent Office that while 
the marks were deceptively similar their use was not such as to 
lead to confusion, and the opposition was accordingly dismissed. 

The case has taken a turn where we think it unnecessary to 
enter into any prolonged discussion as to the respective marks. 
Since the appeal to this court was taken, an agreement has been 
entered into between the contending parties whereby appellee com- 
pany has discontinued and abandoned the use of the name “Lin- 
coln” as a trade-mark for automobile parts, and adopted in its 
place the word “Limaco,” for which appellee company has applied 
for registration and has not been opposed by appellant. 

We are of opinion that the tribunals of the Patent Office were 
in error in not sustaining the opposition, since the marks are not 
only deceptively similar but were applied to goods of the same de- 
scriptive properties, to an extent that would inevitably lead to con- 
fusion. 

In order that the record may be cleared, and appellant com- 
pany be permitted to use its mark unincumbered by anything 
arising out of this proceeding, the decision of the Commissioner 
should be reversed with directions to enter an order sustaining the 
opposition. 

Inasmuch as that portion of the record which was brought 
into this court by certiorari was unnecessary in the determination of 


the case, the costs of the same are assessed against the appellee. 
The decision of the Commissioner is reversed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation—Suspension Pending Decision 


Kinnan, F. A. C.: This case comes on for review on appeal 
of Poirette Corsets, Inc., the registrant, of the decision of the 
Examiner of Trade-Mark Interferences refusing to suspend pro- 
ceedings herein until the final determination of a suit now pend- 
ing in Poirette Corsets, Inc., against The H. W. Gossard Com- 
pany, alleging among other things, infringement of the registrant's 
trade-mark, No. 195181, which in this proceeding it is sought to 
have canceled. 

The records of this office show that the Poirette Corsets, Inc., 
opposed the registration by The Gossard Company of the words 
“Gossard Complete” as a trade-mark for corsets, basing its oppo- 
sition upon the allegation that it had owned and used the trade- 
mark shown in the registration above referred to, which trade- 
mark consists of the word “Compact.” 

It is the usual practice of this office, where the defendant in 
a suit seeks before this office to cancel the registration set up in 
the suit, to suspend the cancellation proceedings pending the final 
determination of the suit, unless the petition for cancellation was 
filed before the institution of the suit. 

Of course the basis for this suspension is to avoid the expense 
and labor of two proceedings to determine the respective rights 
of the parties, and, the court having assumed jurisdiction, this 
office should not at such time pass upon the validity of the registra- 
tion. Where this office has acquired jurisdiction prior to the filing 
of a suit, a party cannot defeat that jurisdiction by bringing a suit 
against the other party for cancellation. 

In the present case the suit was brought before the present 
proceeding was filed, but after the opposition proceeding was in- 
stituted. The reason given by the Examiner of Interferences for 
refusing to suspend was because of the inclusion in the answer to 
the opposition of an allegation that the registration was invalid be- 
cause the word “Compact,” as applied to the goods in question, 
was descriptive, and the prayer in paragraph 9 of the answer that 
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“the alleged trade-mark of opposer, No. 195181, be canceled be- 
cause of invalidity.” 

There has been a good deal of argument in the case as to 
whether paragraph 9 of the answer to the opposition can be re- 
garded as a cross bill, and therefore the petition for cancellation 
was in effect instituted before the suit was brought. 

The right to file an opposition to the registration of a trade- 
mark and the right to petition for the cancellation of a registra- 
tion are given by different sections of the Trade-Mark Act. While 
it is true equity practice would aim to indicate the two questions 
could be decided at one and the same time, if proper basis had 
been furnished in the answer to the opposition, yet that question 
need not here be finally decided. 

It is evident neither party has treated the so-called request 
to cancel the registration contained in paragraph 9 of the answer 
as a cross bill within the meaning of the equity rules. Poirette 
Corsets, Inc., made no answer to this prayer for cancellation, and 
The Gossard Company did not ask for judgment because of this 
default. In other words, the question was ignored by both parties, 
certainly until after the expiration of the time for filing pleadings. 

The cancellation proceeding seems to have been filed because 
the Examiner of Interferences intimated at the final hearing in the 
opposition that he would not treat this prayer of paragraph 9 as 
a cross bill, asking for the cancellation of the registration. 

It is thought that in this respect he treated it properly and, 
having so treated it, no reason is seen why this office should under- 
take now to determine the validity of the registration which is 
involved in the suit in the Southern District of New York between 
these same parties. 

Obviously the present petitioner could either have filed a 
formal petition for cancellation at the same time that he filed his 
answer to the opposition or he could have sought a default judg- 
ment because the opposer had not answered his so-called “cross- 
bill” of paragraph 9 of the answer to the opposition. 

It cannot therefore be held that this prayer in the answer to 
the opposition takes the case out of the regular ruling that proceed- 
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ings will be suspended where the petition for cancellation is filed 
after the institution of the suit. 

Proceedings are therefore suspended, pending the final deter- 
mination of the suit, subject of course to the right of the petitioner 
to ask to have proceedings resumed, if there is any undue delay on 
the part of the plaintiff in prosecuting his suit. 

The decision of the Examiner of Interferences is reversed.' 


Color 


Moorg, A. C.: This is an appeal from the decision of the 
Examiner of Trade-Marks finally refusing registration of the ap- 
pellant’s trade-mark for electrical conductors. 

The trade-mark is described by the appellant as consisting 
“of blue colored material disposed upon the surface of the cable and 
producing a stippled effect.” 

Registration was refused by the Examiner on the ground that: 
“Such blue stippling, it is believed, would not distinguish from the 
mica flakes appearing in insulating coverings and refused registra- 
tion in in re American Circular Loom Co., 126 O. G. 2191.” 

In the case cited, the Court of Appeals of the District of 
Columbia held that a trade-mark of which color, unconnected with 
some symbol or design, is the essential feature, is not registrable, 
quoting from the decision of the Supreme Court in Leschen Rope 
Co. v. Broderick (201 U.S. 166, 171), as follows: 


“Certainly a trade-mark could not be claimed of a rope, the entire 
surface of which was colored; and if color be made the essential feature, 
it should be so defined or connected with some symbol or design that other 
manufacturers may know what they may safely do.” 


The office of a trade-mark in a legal sense is to point out 
distinctly the origin or ownership of the article to which it is affixed; 
and while the appellant’s trade-mark may be distinctive as to color 
when compared with the colors of other electrical conductors, yet 
it is not distinctive in the trade-mark sense of the term. The color 
would not be recognized by the purchasing public as an arbitrary 


*H. W. Gossard Company v. Poirette Corsets Co., 151 M. D. —, No- 
vember 28, 1927. 
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symbol or design adopted for the purpose of pointing out the origin 
or ownership of the electrical conductors, hence, does not function 
as a trade-mark. 

The decision of the Examiner of Trade-Marks is affirmed.’ 


Conflicting Marks 


Kinnan, F. A. C.: This case comes on for review, on the 
appeal of the applicant, Winter Loeb Grocery Co., of the decision 
of the Examiner of Trade-Marks sustaining the opposition filed 
by Oakford & Fahnestock and adjudging the applicant not entitled 
to the registration, save upon mixed stock feeds, for which applica- 
tion has been made. 

The applicant seeks registration of the notation “Oak Leaf,’ 
used upon the following grocers’ products: 

Tea, food flavoring, extracts, canned mince meat and canned 
soups, fruit butters, mince meat, peanut butter, olive oil, macaroni, 
spaghetti, breakfast cereals; condiments, namely, chili sauce, green 
and ripe olives, red peppers, sweet relish pickles, tomato and cock- 
tail catchup, African ginger, allspice, black pepper, capers, celery 
salt, cinnamon, cloves, curry powder, mace, mustard, nutmeg, pre- 
pared mustard, paprika, white peppers and sage, jellies, jams, 
pickles, cranberry and table sauces, salad dressing, vinegar, cane 
syrup, molasses, wheat flour and mixed stock feeds. 

The opposer claims use of the mark “White Oak” accompanied 
by the representation of an oak leaf used upon substantially the 
same class of goods. 

Neither party has taken testimony but stipulations have been 
filed, which, for the purposes of the instant proceeding, show the 
opposer to have used its mark continuously since about the year 
1910 upon a large proportion of the articles mentioned by the ap- 
plicant. While the latter company had used its trade-mark as 
set forth in its application, since October 25, 1925. The specimens 
filed on behalf of both parties show the use of their respective 
marks in connection with a representation of a green oak leaf. 

It is submitted on behalf of the applicant company that many 


* Ex parte Rome Wire Co., 151 M. D. 680, May 16, 1928. 
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trade-marks including the word “oak” have been registered upon 
various classes of goods prior to the date of the opposer’s entry 
into the field. Some of these marks include the words “White 
Oak,” while still others include the notation “Oak Leaf,” as well 
as the representation of such a leaf. None of the goods upon which 
such previously registered marks are applied can be said to be 
identical with those upon which the opposer and the applicant 
have applied their respective marks. In view of these prior reg- 
istrations, however, the applicant urges that the word “oak” has 
been so commonly and so long used by business men in the making 
of trade-mark names that it should not be subject to exclusive ap- 
propriation by any one manufacturer or tradesman and has urged 
wide dissimilarity between such trade-name as “White Oak” and 
“Oak Leaf.” 

It is to be noted, however, that a representation of an oak 
leaf appears in the opposer’s trade-mark and to that extent the 
marks are confusingly similar. If the prior registrations so limit 
the opposer’s rights as to preclude a decision sustaining the oppo- 
sition, then by the same token such registrations would bar the 
applicant company from obtaining registration. It is believed 
some purchasers, at least, could be deceived or confused as to the 
origin of the goods by seeing the green oak leaf upon the products 
of both parties. The applicant company seeks registration of the 
word “Oak Leaf” and these constitute a material part of the mark 
of the opposer since the picture of the oak leaf conveys substan- 
tially the same information as does the words of the applicant’s 
mark. 

It is believed there is sufficient doubt to warrant the refusal 
of the registration sought by the applicant company, save as to 
the mixed stock feeds, upon which latter goods the opposer has 
not used its mark. 

The decision of the Examiner of Trade-Mark Interferences 
sustaining the opposition and adjudging the applicant not entitled 
to the registration for which it has applied, is affirmed.* 


*Oakford and Fahnestock v. Winter Loeb Grocery Co., 151 M. D. 675, 
May 12, 1928. 
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Moore, A. C.: Held that applicant is not entitled to register 
the notation “Longia,’ as a trade-mark for watches, in view of 
the prior use in this country and registration by opposer of the 
notation “Longines,” as a trade-mark for the same goods. 

The ground of the decision is that the marks are so similar 
that their contemporaneous use on the same goods would be likely 


to cause confusion. In his decision the Assistant Commissioner 
said: 


“It is stipulated that two pronunciations of the word ‘Longines’ are 
‘Lon-Jeens’ and ‘Longeen,’ respectively, while one pronunciation of the 
word ‘Longia’ is ‘Lon-Jee-A.’ 

“I am of the opinion that the two marks so nearly resemble each 
other as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers when concurrently appropriated to goods 
of the same descriptive properties. 

“A comparison of the two marks shows that they are identical both 
as to appearance and sound with respect to the first and major part of 
the words constituting the marks, viz., Longi. They differ only with 
respect to the endings of the two words, the one ending with A, and the 
other with Nes. It is believed that this slight difference would not be 
observed and carried in the mind of the average member of the purchasing 
public; but should the difference be observed and remembered the ap- 


plicant’s mark would be likely to be regarded as a mere variant of the 
opposer’s mark.” 


With reference to the reasons for appeal, the Assistant Com- 
missioner said: 


“The stated reasons for appeal are too general. They fail to point 
out specifically any error in the decision of the Examiner of Interferences. 
To merely allege that the Examiner of Interferences erred in sustaining 
the opposition; in not dismissing the opposition; and in not adjudging 
applicant entitled to the registration for which it has made application, 


gives no aid to the appellate tribunal in reviewing the decision of the 
Examtner of Interferences.” * 


Moore, A. C.: Held that applicant is not entitled to register 
the term “Sonatron,” as a trade-mark for radio electron tubes, in 
view of the prior registration by the opposer of the terms “Sonora” 
and “‘Sonoradio,’ as trade-marks for radio receiving sets, ampli- 
fiers, ete. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. 


*Fabrique des Longines Francillon & Co. S. A., v. O. Maire, Inc., 
151 M. D. 668, May 3, 1928. 
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With respect to the goods, the Assistant Commissioner said: 


“The applicant’s mark is appropriated to radio electron tubes; whereas, 
the opposer’s marks are appropriated to radio receiving sets, amplifiers 
and loud speakers for radio receiving sets, etc. The Examiner of Inter- 
ferences correctly held that electron tubes form an essential part of radio 
receiving sets, and that the goods of the parties possess the same descrip- 
tive properties.” 

With respect to the similarity of the marks, he said: 


“It is believed that the word ‘Sonatron’ so nearly resembles the words 
‘Sonora’ and ‘Sonoradio’ as to be likely to cause confusion. The first 
two syllables of the words are substantially alike in appearance, sound 
and suggestion, and while the concluding syllables of the words are 
different, yet it is believed that the differences are such as would not be 
carried in the mind of the purchasing public. In fact the testimony of 
witnesses in the record of the Sonora Phonograph Company shows that 
actual confusion in trade has occurred in several instances.” * 


Moore, A. C.: Held that applicant is not entitled to register 
a trade-mark consisting of the words “Bell Brand” and a pictorial 
representation of a bell, as a trade-mark for camphor and cam- 
phorated oil, or for witch hazel and bay rum, or for moth balls, 
in view of the prior use by the opposer of a mark consisting of a 
pictorial representation of a bell and the words “Bell’s is Best” on 
camphor ice, camphor menthol rub, or hand lotion and after shave 
lotion or moth liquid, but is entitled to register it as to certain 
other goods. 

The grounds of the decision are that the marks are deceptively 
similar and the goods above enumerated are respectively of the 
same descriptive properties as those of opposer and that, as to the 
other goods, they are not of the same descriptive properties as 
those of the opposer and that the opposer is not entitled to prevent 
the use of applicant’s mark on any and all goods which opposer 
might hereafter include in its business. 

The Assistant Commissioner further held that applicant’s 
mark was not barred from registration because of the opposer's 
corporate name. With respect to this he said: 


“The word ‘Bell is not the salient feature of the opposer’s corporate 
name ‘Bell Chemical Co., Inc.,’ and standing alone would signify nothing 


*Sonora Phonograph Co., Inc., v. Harry Chirelstein, 151 M. D. 681, 
May 18, 1928. 
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as identifying the opposer’s corporation, since it is a qualifying feature 
in the names of other corporations, as shown by the evidence in this 
proceeding (Three In One Oil Company v. The Lobl Manufacturing 


Company, 368 O. G. 3).” 
With reference to the similarity of the marks he said: 


“As to the similarity of the two marks, it must be held that they so 
nearly resemble each other as to appearance, sound and signification as 
to be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers when concurrently appropriated to merchandise having 
the same descriptive properties. The essential and dominating character- 
istics of each of the two marks are the word ‘Bell’ or ‘Bell’s’ and the 
pictorial representation of a bell.” 

With respect to the opposer’s argument as to its right to ex- 
clude others from using the mark on all goods of the same general 
class, the Assistant Commissioner, after quoting from certain deci- 
sions and pointing out that a number of marks including the word 
“Bell” had been registered for goods in this general class, said: 


“In view of the prior adoption and use by others of the trade-mark 
in issue on articles of merchandise of the same general class, it is believed 
that the opposer has no right to oppose the registration of the applicant’s 
mark except as to its appropriation to the opposer’s goods, or to other 
goods having the same descriptive properties.” * 


Descriptive Terms 


Kinnan, F. A. C.: Held that Charles Lalanne is not entitled 
to register the term “Fraisy,”’ as a trade-mark for rouge, in view 
of the prior use by F. R. Arnold & Co. of the term “Fraise,” as 
applied to the same goods. 

The Lalanne application is involved in interference with the 
registration of the Arnold Co. of the term “Fraisia” and the evidence 
showed that Lalanne had used the term “Fraisy” prior to the use 
by the Arnold Co. of the term “Fraisia,’ but long subsequent to 
its use of the term “Fraise.”” The Examiner of Interferences held 
the term “Fraise” to be descriptive and therefore irrelevant to the 
to the question involved in this case. The First Assistant Commis- 
sioner reversed this holding. 

In his decision, with reference to the question whether the 
French word “Fraise” was merely descriptive, the First Assistant 
Commissioner said: 


* Bell Chemical Co., Inc., v. Earl Wildman, 151 M. D. 690, May 28, 1928. 
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“The word is the name of a berry and while such word is frequently 
used to designate a color, yet in view of the evidence in support of the 
registrant’s Exhibit No. 7, which shows various colors and white, it is 
believed fair to hold the word was used in a trade-mark way to indicate 
origin of goods. It is evident confusion of origin would result from the 
use of the applicant’s mark ‘Fraisy’, the registrant’s mark ‘Fraisia, and 
the previously used word ‘Fraise, if they appeared upon the same goods in 
the same market. They are all, to the mind of the average purchaser, 
quite similar in appearance, spelling, sound and significance. It seems 
plain the applicant, who entered the field long after the use of the word 
‘Fraise’ on the same class of goods, should not add to the confusion in 
the minds of the purchasing public.” 


With reference to the question whether Arnold & Co. were 
owners of the marks in question, he said: 


“It remains to be considered whether the registrant, Arnold & Co., 
are owners of their mark and of the mark ‘Fraise’ in this country. It is 
common to grant registration of trade-marks to exclusive agents in this 
country of foreign manufacturers. Perhaps a fair holding supporting the 
view that such a distributor, having exclusive rights in this country, is 
the owner of a trade-mark in this country when applied to such goods, 
even if they are manufactured and sold under the same trade-mark by the 
licensor in a foreign country, is that of Scandinavia Belting Co. v. Asbestos 
& Rubber Works of America.” ' 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for motor busses and trucks, the term 
“Torque Insulated.” 


The ground of the decision is that the mark is descriptive of 
the goods. 


In his decision, after referring to and quoting from certain 
patents relating to means for taking care of strains transmitted 
by the driving torque to the axle housing in automobiles, the First 
Assistant Commissioner said: 


“From the foregoing, it will be evident cushioning a live axle within 
its housing so that its torque or twisting strain will be overcome or 
neutralized is a well known feature of construction. Those skilled in the 
art would readily understand the term ‘torque cushioned’ to mean provided 
with cushioning or neutralizing means for the torque or twisting strains. 
The notation sought to be registered as a trade-mark, ‘Torque Insulated,’ 
would have substantially the same meaning to those familiar with auto- 
mobile structures as ‘torque cushioned.’ It would seem, in consequence, 
the notation would appeal to automobile manufacturers or mechanics as 
merely descriptive of some such feature of the vehicle.” * 


* Charles Lalanne v. F. Arnold & Co., 151 M. D. 678, May 15, 1928. 
* Ex parte International Motor Co., 151 M. D., 688, May 19, 1928. 
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Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that the applicant is entitled to reg- 
ister, as a trade-mark for wheat flour, a mark consisting of the 
representation of a girl with a bundle of wheat in each arm, the 
representation of the sun back of the girl’s head and the words 
“Sun-Maid” thereabove, notwithstanding the prior use by the op- 
poser of the mark “Sun-Maid” on a large number of food products, 
including table syrup, cereals and baking powder. 

The ground of the decision is that the goods of the respective 
parties are not of the same descriptive properties and therefore 
the use of the marks upon these goods would not be likely to cause 
confusion. 

In his decision, after stating that table syrup, cereals and 
baking powder are probably nearer in characteristics to the goods of 
the applicant than any of the other goods of the opposer and stat- 
ing that the marks were sufficiently similar to be likely to cause 
confusion upon goods of the same descriptive properties and citing 
certain prior decisions, the First Assistant Commissioner said: 


“While those decisions are instructive and helpful in reaching a con- 
clusion, yet they are not deemed determinative of the instant case. Wheat 
flour must be converted into bread or some other product before it is in 
condition for use as a food. Some of the foods, in which the opposer’s 
products are used are bread, cakes, etc. To this extent, there is some 
association of the opposer’s and the applicant’s goods. The applicant 
company, however, does not use its mark upon bread but upon wheat 
flour which is usually sold in bulk and in a different manner from the 
goods upon which the opposer uses its mark. * * * I am unaware of any 
court decision, and counsel has cited none, taking such advanced ground as 


would be necessary to hold the goods of the respective parties here involved 
belong in the same class.” ° 


Interference 


Kinnan, F. A. C.: Held that the applicant had established 
the use of the word “Banner” placed upon a square panel with a 
wreath therebelow, as a trade-mark for malt syrup, prior to the 
date of use established by opposer of the words “White Banner” 
placed above the representation of a banner, as a trade-mark for 


*Sun-Maid Raisin Growers of California v. American Grocer Co., 
151 M. D. 694, May 29, 1928. 
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malt extract, and therefore the applicant was entitled to the reg- 
istration for which it had made application. 

In his decision, after pointing out that the goods were evi- 
dently of the same descriptive properties and the marks substan- 
tially the same and noting that the applicant in his application had 
alleged a certain date of use and in this proceeding sought to 
establish an earlier date of use, he said: 


“It is believed the applicant has fairly established the use of the mark 
‘Banner’ continuously since May, 1920. There is considerable question as 
to whether such use justifies a holding that the applicant was at that time 
the owner of the mark. There is substantial proof in the testimony sub- 
mitted on behalf of the applicant that the goods were purchased in bulk 
from Feldmann and they were repacked by the applicant and were sold by 
him under the mark.” 


After further noting that it was not clear from the testimony 
whether Feldmann was in business for himself or was merely an 
agent for some producer and there was no proof that he ever sold 
the goods under the trade-mark and noting further that in his 
labels applicant styled himself as agent or sole agent and in other 
instances as distributor and that it was difficult to determine from 
the testimony whether the applicant was using these terms in their 
ordinary commercial sense, the First Assistant Commissioner said: 


“Since the burden of proof is upon the opposer, it would seem some- 
thing definite concerning the activities of Feldmann should have been 
presented. It must be held the opposer has not submitted sufficient evidence 
that the use by the applicant in May, 1920, and thereafter, was not a trade- 
mark used by the applicant upon his goods, or that he was not the owner 
of the mark at that time.” ” 


Non-conflicting Marks 


Moore, A. C.: Held that the applicant is entitled to register 
the term “Nustyle,” as a trade-mark for carbonated, non-alcoholic 
beverages, sold as soft drinks, notwithstanding the prior use by 
opposer of the term “NuGrape,’ as a trade-mark for the same 
goods. 

The ground of the decision is that these marks are not so 
similar that their simultaneous use upon the goods would be likely 
to cause confusion. 


” Premier Malt Products Co. v. E. J. Romano, 151 M. D. 683, May 18, 
1928, 
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In his decision, after stating that the similarity of marks can 
be tested by a comparison of appearance, sound and meaning, the 
Assistant Commissioner said: 


“A comparison of the two marks as to appearance, shows that the first 
of the primitives (Nu) of the two compounds are identical, but that the 
last (Style and Grape) bear no resemblance to each other. * * * When 
the two marks are compared as to sound, they are found to be distinctive 
as to the last of the primitives nf the two compounds. The word ‘Style’ 
certainly has not the same sound as the word ‘Grape.’ Compared as to 
meaning, both marks when appropriated to beverages suggest the idea that 
the beverages are new. The opposer’s mark, however, also suggests that 
the beverage includes grape juice as an ingredient. No such thought is 
suggested by the applicant’s mark.” 


He also noted that a number of marks had been registered for 
this class of goods, which included as a first syllable the term “Nu” 
and in view thereof said: 


“In view of the prior registered trade-marks the opposer is not en- 
titled to such a broad interpretation of its trade-mark rights as to exclude 
the applicant’s trade-mark from registration.” ” 


Res Adjudicata 


Moors, A. C.: Held that the registration by George A. Haws 
of the word “Panhard,” as a trade-mark for lubricating oils and 
greases, certificate assigned to the Panhard Oil Corporation, should 
be canceled in view of a final decision in an opposition brought by 
the present opposer, Société Anonyme des Anciens Etablissements 
Panhard & Levassor against the registration by the Panhard Oil 
Corporation of this same mark. 

The ground of the decision is that, since no appeal was taken 
in the opposition proceeding, the question of the right of the ap- 
plicant to registration of the mark is res adjudicata and that the 
question of right to registration relates to the certificate of registra- 
tion issued to its assignor as well as to the application. 

In his decision the Assistant Commissioner said: 


“The trade-mark law (Act of February 20, 1905) provides three ways 
by which this right may be brought into question by a party having ad- 
verse interests, viz., by an interference proceeding, by an opposition pro- 
ceeding, or by petition for cancellation of a registered trade-mark, ac- 
cording to the status quo of the interests of the respective parties. But 


* Nugrape Company of America v. East Side Bottling Works, 151 
M. D. 686, May 19, 1928. 
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the cause of action, viz., the ‘right of registration, is the same without 
regard to the specific purpose or form of the proceeding in which the 
question is raised; and the adjudication by this Office of the question in 
one proceeding is conclusive, subject to the right of appeal, and is res 
adjudicata when raised in either of the other proceedings (citing deci- 
sions). 

aihe registrant having permitted judgment to be entered against it 
in the opposition proceeding in which its right to registration was brought 
into question by the petitioner, and having failed to appeal from such 


judgment, it is now estopped to contest the same question in this pro- 
ceeding.” 


With reference to the contention that the application for reg- 
istration had been filed through error, he said: 


“Notice is taken of the registrant’s contention that its application for 
registration was filed through error. In making such application, how- 
ever, the registrant, as transferee, was exercising a privilege accorded to 
a transferee to re-register in its own name a registered mark (ez parte 
General Motors Corporation, 1926 C. D. 64 [16 T. M. Rep 262]).”™ 


Right to Register as Affected by Eighteenth Amendment 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register the notation “Salvator,” as a trade-mark for near beer 
and malt beverages, in view of the prior registrations of another 


party both alone and as a part of a composite mark, of that same 
term, as a trade-mark for beer. 


With reference to the argument that, since beer cannot be 
legally sold in this country at this time, the prior registrations 


are no bar to applicant’s right to register, the First Assistant Com- 
missioner said: 


“Beer is illegal only if it contains an alcoholic content in excess of a 
certain percentage. If the registrant is doing business in this country, as 
the renewal of its earlier registered mark would indicate, it seems a fair 
presumption it is operating within the law. The fact that a change in the 
law renders the output of a producer of a character whnch cannot be 
legally sold does not entitle another to a right in the first party’s trade- 
mark. The natural result of the adoption of the Eighteenth Amendment 
is to force manufacturers of beer to so modify its content that it shall be 
within the terms of the law. The producer, under such conditions, should 
not be required to forfeit its rights to its mark and good will because it is 
forced to change the percentage of alcohol in its beverage.” 


* Société Anonyme des Anciens Etablissements Panhard & Levassor, 
Inc., v. Geo. A. Haws, 151 M. D. 673, May 9, 1928. 


* Ex parte Valentin Blatz Brewing Company, 151 M. D. 684, May 18, 
1928. 
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